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BRIEF OF APPELLANT 

This is a Patent Appeal Brief submitted under 37 C.F.R. § 1.192 to the Board 
of Patent Appeals and Interferences from the second rejection of all of the claims of 
the application. This Appeal Brief is accompanied by the requisite fee set forth in 37 
C.F.R. § 41.20(b)(2) for a small entity under 37 C.F.R. § 1.27(a). The Notice of 
Appeal under 37 C.F.R. § 1.191 was filed on August 28, 2007. 

This Appeal Brief is also a response to the assertions the Examiner made in 
the Final Office Action mailed May 16, 2007. The Appellant traverses all of the 
Examiner's assertions in this Final Office Action. The Appellant may respond to 
selected assertions by the Examiner, but the Appellant intends to traverse all of the 
Examiner's assertions in the Final Office Action. 

REAL PARTY IN INTEREST 

Logika Corporation, 3717 North Ravenswood, Suite 243, Chicago, IL 60613 
that Assignee of the present application, is the real-party in interest. 

RELATED APPEALS AND INTERFERENCES 

There are no related appeals and interferences known to the Appellant. 
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STATUS OF CLAIMS 

The status of the claims is as follows: 

1. Claims at filing: 1-25 

2. Claims 14-22 canceled in a Preliminary Amendment filed March 10, 2004, 
and claims 26-27 added in an Amendment filed February 6, 2007. 

3. Claims pending: 1-13 and 23-27. 

4. Claims rejected: 1-13 and 23-27 

5. Claims allowed: Claims 6-13 were deemed as allowable subject matter in 
the First Office action. The Examiner withdraw the allowable subject 
matter in the Final Office Action. 

Thus, the claims on appeal are claims 1-13 and 23-37. 



STATUS OF AMENDMENTS 

The amendments filed on March 10, 2004 and February 6, 2007, have been 
entered as understood by the Appellant. 
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SUMMARY OF INVENTION 

The Appellant has added the number in parenthesis for the Board. The 
numbers without parenthesis were part of the original application. 

FIG. 1 is a block diagram that illustrates an exemplary vertical search engine 
system 10. The vertical search engine system 10 includes, but is not limited to, one or 
more client network devices 12, 14, 16 (only three of which are illustrated). 

The client network devices 12, 14, 16 include, but are not limited to, personal 
computers, wireless devices, laptop computers, mobile phones, personal information 
devices, personal digital assistants, hand-held devices, network appliances, pagers, 
and other types of electronic devices. However, the present invention is not limited to 
these devices and more, fewer or others types of client electronic devices can also be 
used. 

The client network devices 12, 14, 16 are in communications with a computer 
network 18 (e.g., the Internet, intranet, etc.). The communication includes, but is not 
limited to, communications over a wire connected to the client network devices, 
wireless communications, and other types of communications. 

Plural server network devices 20, 22, 24, 26 (only four of which are illustrated) 
with one or more associated databases 20', 22', 24', 26' are in communications with 
the computer network 18. The plural network devices 20, 22, 24, 26 are part of a 
"domain name system" 28. Other server devices 29 (one of which is illustrated) are 
used to provide access to a vortal created with the present invention and described 
below. (Application, Page 9, lines 3- 19). 

The vertical search engine system 10 further includes one or more (only one is 
illustrated) vertical search engine servers 30 with associated databases 30'. However, 
more, fewer or other components can also be used and the present invention is not 
limited to the illustrated components. 

An operating environment for components of the vertical search engine system 
10 for preferred embodiments of the present invention include a processing system 
with at least one high speed Central Processing Unit ("CPU") and a memory. In 
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accordance with the practices of persons skilled in the art of computer programming, 
the present invention is described below with reference to acts and symbolic 
representations of operations or instructions that are performed by the processing 
system, unless indicated otherwise. Such acts and operations or instructions are 
referred to as being "computer-executed," "CPU-executed," or "processor-executed." 

It will be appreciated that acts and symbolically represented operations or 
instructions include the manipulation of electrical signals or biological signals by the 
CPU. An electrical system represents data bits which cause a resulting 
transformation or reduction of the electrical signals, and the maintenance of data bits 
at memory locations in a memory system to thereby reconfigure or otherwise alter the 
CPU's operation, as well as other processing of signals. The memory locations where 
data bits are maintained are physical locations that have particular electrical, 
magnetic, optical, or organic properties corresponding to the data bits. 

The data bits may also be maintained on a computer readable medium 
including magnetic disks, optical disks, organic memory, and any other volatile (e.g., 
Random Access Memory ("RAM")) or non-volatile (e.g., Read-Only Memory ("ROM")) 
mass storage system readable by the CPU. The computer readable medium includes 
cooperating or interconnected computer readable medium, which exist exclusively on 
the processing system or be distributed among multiple interconnected processing 
systems that may be local or remote to the processing system. (Application, Page 11, 
line 3 through Page 12, line 6). 

A vortal is a specific type of search engine (i.e., vertical search engine) that 
provides information and resources related only to one (or a small number) specific 
topic. These sites typically contain focused information, such as "vertical" or "in- 
depth" information pertinent only to their particular targeted topic of interest. 
Vortals include information pertinent to a targeted topic of a very small horizontal 
breath, but a larger depth. Vortals are designed to include "the" source of pertinent 
information on the World-Wide-Web for a "community of interest." Vortals typically 
provide news, research and statistics, discussions, newsletters, online tools, and many 
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other services that educate users about a specific topic. Vortals typically use 
specialized searching algorithms to search and provide only information about a 
specific topic. 

For example, a vortal may be created for people interested in the sport of golf 
On a general search engine, if a user typed in a search using the vague keyword 
"Tiger" to search for URLs including hyperlinks to information about the golfer Tiger 
Woods, the general search engine would return thousands of URLs including 
animals, product names, nick-names, television programs, movie names and a large 
amount of other information. The user would have to look through a large number of 
pages to find information on the golfer Tiger Woods. 

A user could qualify a search on a general search engine. For example, a user 
may enter a search using the keywords "Tiger and Golf" or "Tiger Woods. " However, 
such a search on a general search engine still returns information un-related to the 
golfer Tiger Woods such as information about animals and forestry. In addition, 
most general search engines and require a user develop some knowledge and expertise 
on how general search engines work to create and successfully use a qualified search. 

In contrast, on a vortal specifically designed for golf, entering a search using 
the vague keyword "Tiger" would only return information about the golfer Tiger 
Woods. A user would have to sort through, very little if any, information not related 
to the golfer Tiger Woods. Even very vague search terms on a vortal can be used to 
return highly relevant search results for a particular vortal. (Application, page 4, 
line 9, through page 5, line 14). 

FIGS. 3A and 3B are a flow diagram illustrating a Method 56 for creating a 
vertical search engine. In FIG. 3A at Step 58, a list of plural keywords to be used for 
the vertical search engine is received on a network device (30). The list of keywords 
includes general and specific keywords for a selected subject. At Step 60, the list of 
plural keywords is processed to create a refined list of keywords. The processing 
includes adding, subtracting or modifying the list of plural keywords. 

At Step 62, plural first index files associated with plural first data files are 
created by checking plural domain names from plural domain name files associated 
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with a domain name system (28) for a computer network 18. The plural first index 
files include plural pointers to the associated first data files. The plural data files 
include plural entries including electronic information extracted from plural web- 
sites (20, 22, 24, 36) associated with plural active domain names from the plural 
domain name files. 

At Step 64, plural second index files with associated a plural second data files 
are created by searching the plural first index files for keywords from the refined list 
of keywords. The plural second index files include plural pointers to the associated 
plural second data files. The plural second data files include plural entries including 
electronic information extracted from plural web-sites associated with the plural 
active domain names for keywords from the refined list of keywords. 

In FIG. 3B at Step 66, entries in the plural second index files are verified as 
appropriate for the selected subject. At Step 68, a final index is created from the 
verified entries in the plural second index files. At Step 70, a vortal (29, 29') is made 
accessible on another network device (29) via the computer network (18) for the 
selected subject using the final index. (Application, page 14, line 22 through 
page 15, line 20). 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

1. Whether Examiner Kim is not fairly considering either the unique 
features of the Appellant's claimed invention or the Appellant's 
arguments for patentability based on his comments in the 
"Response to Arguments" section. 

2. Whether Examiner Kim has correctly applied 35 U.S.C. §101 and 
rejected claims 1-13 and 23-27. 

3. Whether Examiner Kim has correctly applied 35 U.S.C. §103 
rejecting claims 1, 2, 4 and 23 as being unpatentable over Berstis 
(U.S. Patent No. 6,490,575, hereinafter referred to as BERSTIS) in 
view of Brady et al (U.S. Patent No. 6,463,430). 

4. Whether Examiner Kim has correctly applied 35 U.S.C. §103 
rejecting claims 3, 24 and 25 as being unpatentable over 
BERSTIS, in view of BRADY, and in further view of Official Notice. 

5. Whether Examiner Kim has correctly applied 35 U.S.C. §103 
rejecting Claim 5 as being unpatentable over BERSTIS, in view of 
BRADY, and in further view Sullivan et al (U.S. Patent No. 
5,956,711). 
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ARGUMENT 
ARGUMENT FOR REJECTION 1 

The Appellant would like the Board to know that the Appellant's attorney 
has been a patent attorney for the past twelve years and has a PhD in computer 
science. He has successfully prosecuted hundreds of software inventions to issued 
patents. 

Every time a new set of Examiner's is hired, it seems large numbers of 
improper rejections are sent out by USPTO. As the Board can appreciate, the 
applicant's (i.e., the clients) of such applications become very angry and frustrated 
as the appeal process for improper rejections adds years to an examination process 
that proceeds at a glacial pace. 

Respectfully, Examiner Kim is not a primary examiner and his analysis and 
his rejections of the current matter clearly reflect that fact. 

Examiner Kim clearly has shown a bias toward the Appellant is not treating 

the Appellant's application or the Appellant's comments fairly. In part, because the 

Appellant has pointed in many errors in the Examiner's analysis of the present 

application. Something the Appellant clearly has to the right to do under U.S. 

patent laws. However, Examiner Kim seemed to improperly take serious offense to 

the Appellant's comments and assertions. The Appellant's attorney has used either 

the same or similar comments hundreds of times. It is what patent attorney are 

required to do. Be a zealous advocate of their client's application with the USPTO. 

No Examiner has appeared to take such serious offense with the Appellant's 
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language and argument as Examiner Kim has. The Appellant very respectfully asks 
the Board to consider the following evidence. 

First, in the Appellant filed the current application as a Divisional 
Application on March 10, 2004, with a Preliminary Amendment filed on the same 
day. The Preliminary Amendment included claim amendments to cancel claims 
issued in U.S. Patent No. 6,714,934, with a corresponding parent application filed 
July 31, 2001, and an amendment for a priority claim to this issued patent. The 
Examiner did not consider the preliminary amendment at all before sending out his 
First Office Action. 

The Preliminary Amendment was available on the PAIR system. The 
Examiner clearly should have been able to find and consider the Preliminary 
Amendment filed by the Appellant. 

In the First Office Action, the Examiner asserted a Double Patenting 
Rejection and Request for a priority claim to the previous application which is a now 
an issued U.S. Patent. (First Office Action, pages 2-4). Two improper rejections that 
would not have been necessary if the Examiner had considered the file history for 
the present application before sending out his First Office Action. 

In the Response to First Office Action, the Appellant pointed out to the 
Examiner that the Appellant had filed a Preliminary Amendment, the Examiner 
had not considered the Preliminary Amendment, that amended the claims and 
included a priority claim and that the rejections for the priority claim and the double 
patenting rejection were clearly improper. (First Response, pages 15 and 16). 
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In the First Office Action, the Examiner also rejected the Appellant's claim 
with 101 rejection asserting "the claims directed to a vertical search engine are non- 
statutory because they do not encompass tangible subject matter and no 
embodiments which fall into a statutory category." (First Office Action, page 4). 

Since the Examiner had missed the Preliminary Amendment and had not 
considered it at all before sending out his First Office Action, the Appellant also 
stated the Appellant granted a patent for a vertical search engine by the U.S. Patent 
Office, as U.S. Patent No. 6,714,934, and the present application was a Divisional 
application of that application in which the U.S. patent office had already determined 
that claims directed to a vertical search engine were statutory subject matter. The 
Appellant did not request the Examiner make any comment on the issued patent. The 
Appellant was simply pointing that the current application was Divisional of an 
application that already issued as a patent. (First Response, page 16). 

The Examiner then chastised the Applicant for the Applicant's response in 
the First Office Action and cites MPEP §1701 asserting the Applicant made an 
improper inquiry to the Examiner. 

The Examiner asserted "Likewise employees are cautioned against answering 
an inquiry concerning any entry in the patent or reexamination file, including the 
field of search and any entry related thereto" 

Practitioners shall not make improper inquiries of the patent examining 
corps" (Underlining added by the Examiner). 

The Board will note that the Appellant did not request the Examiner to make 

any comment about the issued patent by the Appellant. The Appellant instead was 

12 of 56 

LESAVICH HIGH-TECH 
LAW GROUP, P.C. 
SUITE 325 

39 SOUTH LASALLE STREET 
CHICAGO. ILLINOIS 60603 
TELEPHONE (312) 332-3751 



PATENT APPEAL BRIEF 
Application No. 10/797,857 
Examiner: Paul Kim 
Art Unit: 2161 
Applicant: Fordham 

simply trying to point out, that since the Examiner totally missed the Preliminary 
Amendment filed by the Appellant, that claims directed to vertical search engines 
had already been determined by the USPTO to fall within a statutory category and 
it would be beneficial for the Examiner to review the whole file history. 

In addition, most of MPEP §1701 is directed to towards the rules for office 
personal with respect to testifying in legal proceedings. 

The Appellant has the right to point out mistakes the Examiner makes in not 
considering papers filed by the Appellant and making improper rejections based on 
the missed papers. The Examiner then tries to apply section 1701 to cover up his 
mistake on not fully considering the whole file history of the application before 
sending out the First Office Action. 

Second, the Examiner asserted "the level of innovation and importance of an 
invention are not provided any weight in the examination and review of patent 
applications." (Final Office Action, Page 10). 

This is clearly an error in the application of U.S. patent law. The Examiner 
should at minimum understand that level of innovation of an invention is exactly 
what he should be looking at under Section 101, 102 and 103 of the U.S. Patent 
laws. 

The MPEP at section §2172 clearly states "an essential purpose of the 

examination process is to determine whether or not the claims define an invention 

that is both novel and nonobvious over the prior art." The level of innovation of an 

invention is also used to determine the level of one skilled in the art. MPEP 

§2141.03. The Examiner combined references for several 103 rejections and makes 
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comments about one or ordinary skill in the art. How has the Examiner determined 
such level of skill when he has stated in writing, that the Examiner has not 
considered the level of innovation for the Appellant's invention? Clearly an error in 
the Examiner's analysis. 

The importance of an invention is also clearly provided weight in the 
examination and review of patent applications. 37 C.F.R. 1.102(b) and MPEP 
§708.01. This is another error in the application of the patent rules by the 
Examiner, although the Appellant's invention may not directly fit into any of the 
categories outlined in these sections as deemed "important" by the U.S. Government, 
the importance of an invention is clearly provided weight during the examiner and 
review of patent applications. 

Third, in the First Office Action, the Examiner indicated Claims 6-13 
included allowable subject matter. The Examiner indicated that Claims 6-13 were 
objected to as being dependent on a base claim, but would be allowable if rewritten 
in independent format form including all the limitations of the base claim and any 
intervening claims. (First Office Action, page 9). 

In the First Response, the Appellant added two new claims, Claims 26 and 
27. Claim 6 was dependent only on Claim 1. Claim 26 included all the dependencies 
of Claim 1 and Claim 6. Claim 27 included all the dependencies of Claims 1, 6 and 
13. The Examiner deemed such claims were allowable. The Examiner made no 
other comments about these allowable claims. 

In the Final Office Action, even though the Examiner had indicated the 

subject matter was allowable in Claims 6-13, the Examiner rejected Claims 26 and 
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27 under 35 U.S.C. §101 as been directed to non-statutory subject matter. The 
Examiner also withdrew his objections to the allowable subject matter in Claims 6- 
13 and instead instituted a new rejection of claims 6-13. (Final Office Action, Office 
Action Summary Page, Disposition of the Claims, boxes 6 and 7). 

The Examiner asserted that "While claims 6-13 have been indicated as being 
allowable but objected to as being dependent upon a rejected base claim, the 
Examiner notes that in order for said claims to be allowable, the rejections under 35 
U.S.C. 101 must be overcome." This is clearly a misapplication of U.S. patent law. 

This action also clearly violates rule 706.04 of MPEP which deals with 
rejection of previously allowed claims. This section states that "A claim noted as 
allowable shall thereafter be rejected only after the proposed rejection has been 
submitted to the primary examiner for consideration of all the facts and approval of 
the proposed action. Great care should be exercised in authorizing such a rejection. 
See Ex parte Grier, 1923 CD. 27, 309 O.G. 223 (Comm'r Pat. 1923); Ex parte Hay, 
1909 CD. 18, 139 O.G. 197 (Comm'r Pat. 1909)." 

Examiner Kim is not a primary examiner. Although his primary examiner 
Mr. Sam Rimell rubber stamped the Final Rejection, there is no indication that any 
care at all was exercised by Primary Examiner Rimell in authorizing such a final 
rejection of allowed claims or Examiner Kim in making such a rejection. 

In addition, the Examiner applied his incorrect assertions specifically to the 

Appellant's invention, a vertical search engine, by asserting that "search engines are 

not necessary to the operability of the Internet." (Final Office Action, Page 10). The 

Board is urged to stop here and re-read this assertion by the Examiner several 
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times. How does the Examiner propose anyone find anything on the Internet, which 
includes in excess of more than 3-4 billion web pages, without search engines? 

Fourth, the Examiner rejected Claims 3, 24 and 25 under 35 U.S.C. 103(a) as 
being unpatentable over BERSTIS, in view of BRADY, and in further view of 
Official Notice, 

The Examiner made several admissions about BERSTIS and BRADY and the 
Appellant accepted the admissions as follows: 

The Examiner admits that BERSTIS and BRADY differ from the claimed 
invention in that they fail to specifically disclose that the DNS for the Internet is 
included in the DNS for the network (claims 3 and 25). The Applicant accepts this 
admission. 

The Examiner admits that BERSTIS and BRADY differ from the claimed 
invention in that they fail to specifically disclose that the opening of a .COM, .EDU, 
.GOV, .MIL, .NET or .ORG top-level domain name file (claim 24). The Applicant 
accepts this admission. 



The Applicant traversed the assertion of Official Notice taken by the 
Examiner as follows. 

The Examiner is reminded that there must be some form of evidence in the 
record to support an assertion of Official Notice. In re Lee, 211 F.3d at 1344-45 (Fed. 
Cir. 2002). The Examiner has not provided any such evidence other than to assert 
that " it would have been obvious to one of ordinary skill in the art at the time the 
invention was made." 

The Applicant traverses this assertion of Official Notice as being defective 
and improper because: (1) the Examiner admitted that Neither Berstis nor Brady 
alone or in combination teach the claim limitations the Examiner took Official 
Notice of; (2) Claims 3, 24 and 25 are dependent claims addition the additional 
limitations to the corresponding independent claims that are not obvious in 
combination; (3) these dependent claims add additional limitations to the vertical 
search engine with the specific features claimed by the Applicant; (4) there were 
very few vertical search engines in existence period when the Applicant filed the 
original parent application in 2001 that the current divisional application is based 
on and there are still very few vertical search engines used at all on the Internet; (5) 
there were no vertical search engines with the claim elements of the combination of 
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the independent and dependent claims that the Applicant knew about at the time 
the application was filed. 

Since the Applicant has adequately traversed the Examiner's assertion of 
Official Notice, the Examiner must provide documentary evidence of proof for the 
Office Notice with the rejected claim limitations used in a vertical search engine at 
the time the Applicant filed the application in the next Office action if the rejection 
is to be maintained. In re Zurko, 258 F.3d 1379, 1697(Fed. Cir. 2001). The Applicant 
respectfully requests such evidence. (First Response, Pages 26-29). 



The Examiner asserts "The Applicant has inadequately traversed the Official 
Notice and is therefore deficient, no document evidence shall be provided by the 
Examiner. Accordingly, because of the Applicant's inadequate traversal, it is noted 
the rejections of claims 3 and 24-25 have been modified to indicate that the 
limitations of the claims, which are well-known in the art, are now taken to be as 
admitted prior art." (Final Office Action pages 13-14). 

The Examiner then goes on to assert that the Appellant should review the 
MPEP 2144.02, which address the topic of Official Notice. The Examiner underlined 
for emphasis the statement "including stating why the noticed fact is not considered 
to be common knowledge or well-know in the art." 

These assertions clearly show the Examiner erred in the application of MPEP 
§2144.02. 

As cited the Appellant above in items 1-5 of the Appellant's traversal of 
official notice and more specifically items 4 and 5, the Appellant specifically stated 
that since vertical search engines were rare at the time the Appellant filed the 
parent application in 2001 (and are still rare today), that the combination of features 
claimed by the Appellant in the dependent claims, along with the features claimed 
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in the independent claims for vertical search engines could not be considered 
common knowledge or well-known in the art. 

The Board should request that Examiner Kim, without further research and 
without using the Appellant's vertical search engine products, provide the Board 
with a list of vertical search engines the Examiner can name from memory. Since 
vertical search engines are still very rare on the Internet, the Appellant doubts the 
Examiner (very respectfully or the Board) could even name one vertical search 
engine from memory. As such, the claimed features of the Appellant's vertical 
search engine could not be well known and are not well-known or common 
knowledge in the art at the time the application was filed and are still not now. 

The current application, filed in 2004, is a divisional of a parent application 
filed July 31, 2001. Vertical search engines were not well know in 2001 when the 
parent application was filed, were not well known in 2004 when the present 
application was filed and are still not well known. 

As further evidence the Appellant submits three articles included as Exhibits 

C-E. 

The first, Exhibit C, written in 2005, entitled, "LookSmart launches Vertical 
Search Engines Aimed at Targeted Demographics," states LookSmart announced 
the launch of its first five vertical search engines. 

The second, Exhibit D, written in 2006, entitled ""What is a vertical search?" 

states indeed.com one of the first vertical job search engines was founded in 2004. 

In the third article, Exhibit E, written in 2005, the author says silicon valley is 

buzzing with vertical search. All of these examples have dates years after 2001 date 
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the Appellant filed the parent application for this matter. Further evidence the 
claimed features of the Appellant's invention could not have been well known at the 
time the application was filed. If the Examiner had fully considered the file history 
at the time he prepared the First Office Action, none of these arguments would have 
been necessary. 

Finally, the Examiner asserts that "The Applicant has clearly misapplied 
both case law and patent rules which are clearly stated for software inventions as 
clarified by the Interim Guidelines." (Final Office Action, Page 9). 

However, the Examiner has not stated which cases or patent rules the 
Appellant has misapplied. The Examiner should read his own words and read the 
case law and patent rules for software inventions. 

The Appellant will point out all of the other errors the Examiner made with 
respect to his section 101 analysis in the next section. 

CONCLUSION FOR REJECTION 1 

The Appellant has clearly pointed out the errors made by the Examiner with 
respect to his application of U.S. Patent Law. 



19 of 56 

LESAVICH HIGH-TECH 
LAW GROUP, P.C. 
SUITE 325 

39 SOUTH LA SALLE STREET 
CHICAGO, ILLINOIS 60603 
TELEPHONE (312) 332-3751 



PATENT APPEAL BRIEF 
Application No. 10/797,857 
Examiner: Paul Kim 
Art Unit: 2161 
Applicant: Fordham 

ARGUMENT FOR REJECTION 2 



The Examiner asserted that Claims 1-13 are rejected under 35 U.S.C. 101 
because "the claimed invention is directed towards non-statutory subject matter. 
The claims are directed toward 'a method for creating a vertical search engine' and 
are non-statutory because the do not encompass tangible subject matter and/or 
embodiments which fall with a statutory category. The claims make no mention of a 
tangible medium wherein existing code may be processed to perform the recited 
claims. See State Street Bank and MPEP 2106. The claimed invention as a whole 
must accomplish a practical application. The claimed invention as a whole must 
accomplish a practical application. That is it must produce a 'useful, concrete and 
tangible result (emphasis on tangible added by the Examiner). 

The Examiner further asserts "in the present application,... more importantly 
fail to recite a useful, concrete and tangible result/ The method claims may be 
considered to be software, pre se, since the claims fail to integrated into a computer 
hardware system for execution. Therefore, since the claims simply recite steps of 
implementation, said claims constitute non-statutory subject matter by failing to fall 
into a statutory category. (Final Office action pages 2-3). 

Claim 1 recites: 

1. A method for creating a vertical search engine, comprising: 

receiving a list of a plurality of keywords to be used for the vertical search 
engine on a network device, wherein the list of keywords includes general and 
specific keywords for a selected subject; 

processing the fist of plurality of keywords to create a refined list of 
keywords, wherein the processing includes adding, subtracting or modifying 
automatically the list of plurality of keywords; 

creating a plurality of first index files associated with a plurality of first data 
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files by checking a plurality of domain names from a plurality of domain name files 
associated with a domain name system for a computer network, wherein the 
plurality of first index files include a plurality of pointers to the associated data files, 
and wherein the plurality of first data files include a plurality of entries including 
electronic information extracted from a plurality of web-sites associated with a 
plurality of active domain names from the plurality of domain name files; 

creating a plurality of second index files with associated plurality of second 
data files by searching the plurality of first index files for keywords from the refined 
list of keywords, wherein the plurality of second index files include a plurality of 
pointers to the associated plurality of second data files, and wherein the plurality of 
second data files include a plurality of entries including electronic information 
extracted from a plurality of web-sites associated with the plurality of active domain 
names for keywords from the refined list of keywords; 

verifying that entries in the plurality of second index files are appropriate for 
the selected subject; 

creating a final index from the plurality of entries first index; and 

making a vortal accessible on another network device via the computer 
network for the selected subject using the final index. 



There are many errors with the Examiner's assertions. First, the Board will 
note that for the purposes of an eligibility requirement, a physical transformation "is 
not_an invariable requirement." AT&T, 172 F.3d at 1358-59. Even though the 
Examiner insists that it is. 

The MPEP clearly states that USPTO personal shall review the claims to 
determine if the invention produces a useful, tangible, and concrete result. The 
Board will note that making this determination, the focus is not on whether the 
steps taken to achieve a particular result are useful, tangible, and concrete, but 
rather on whether the final result achieved by the claimed invention is "useful, 
tangible, and concrete." MPEP §2106. 

The criteria for determining a useful, tangible and concrete result are clearly 
set forth in the MPEP in §2106. Criteria the Examiner did not follow in this matter. 
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The MPEP clearly states in determining whether a claim provides a practical 
application of a 35 U.S.C. 101 that produces a useful, tangible, and concrete result, 
USPTO personnel should consider and weigh these factors. 

(a) USEFUL: The USPTO's official interpretation of the useful utility 
requirement provides that the utility of an invention has to be (i) specific, (ii) 
substantial and (iii) credible. MPEP § 2107 and Fisher, 421 F.3d at 1372, 76 
USPQ2d at 1230. 

(i) Specific: A "specific utility" is specific to the subject matter claimed and 
can "provide a well-defined and particular benefit to the public." In re Fisher, 421 
F.3d 1365, 1371, 76 USPQ2d 1225, 1230 (Fed. Cir. 2005). 

The claimed invention clearly is specific. It creates a vertical search engine 
vortal for a pre-determined set of keywords by gathering and processing information 
from the Internet or other computer network. The vertical search engine provides a 
greater depth than breath for the keywords. The claimed invention provides a well- 
defined and particular benefit to the public, namely, offering a user an alternate 
method over other available general search engines (e.g., Google, Yahoo, Ask, etc.) 
that provide greater breath than depth, for selected keywords to more easily and 
concisely search for information based on selected keywords available the Internet 
or other computer networks with a user having to manually process information 
themselves by viewing and rejecting unwanted or inappropriate information. Thus, 
the claimed invention is specific under the holding of In re Fisher, 

(ii) Substantial: An application must show that an invention is useful to the 

public as disclosed in its current form, not that it may prove useful at some future 
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date after further research. Simply put, to satisfy the 'substantial 1 utility 
requirement, an asserted use must show that the claimed invention has a significant 
and presently available benefit to the public" Fisher, 421 F.3d at 1371, 76 USPQ2d 
at 1230. 

The claimed invention clearly is useful to the public as disclosed in its current 
form. In fact the Applicant has a viable business enterprises based in part on the 
claimed invention providing vertical search engine vortals via the Internet and other 
computer networks. The Board is encouraged to visit the URLs 
"http://www.logika.net/prod_vert.asp" and "http://platinum.fusionbot.com." Print 
outs from these web pages are included as Exhibits F and G. 

The claimed invention has a significant and presently available benefit to the 
public. It allows a user to access a vertical search engine on a selected topic (e.g., 
Golf) and type in fewer keywords for more abstract keywords (e.g., Tiger for 
information on Tiger Woods, etc.) than is possible on a general search engine and be 
relieved of the burden of manually processing unwanted and inappropriate 
information. Thus, the claimed invention is substantial under the holding of In re 
Fisher. 

(iii) Credible: An applicant need only make one credible assertion of specific 

utility for the claimed invention to satisfy 35 U.S.C. 101. See, e.g., Raytheon v.Roper, 

724 F.2d 951, 958, 220 USPQ 592, 598 (Fed. Cir. 1983), cert, denied, 469 U.S. 835 

(1984) holding when a properly claimed invention meets at least one stated 

objective, credible utility under 35 U.S.C. 101 is clearly shown. Thus, the claimed 

invention is credible under the holding of In re Fisher. 
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Thus, the claimed invention clearly produces useful results, namely, 
providing another type of search engine, a vertical search engine, providing searches 
with more depth than breath, for a users of the Internet and other computer 
networks. 

(b) TANGIBLE: First, the tangible requirement does not necessarily mean 
that a claim must either (1) be tied to a particular machine or apparatus or (2) must 
operate to change articles or materials to a different state or thing. MPEP §2106. 

The Examiner places great emphasis on the Appellant's invention not being 
tangible because it is allegedly not integrated into any computer hardware system 
for integration. 

The claimed invention is actually tied to a particular machine, or apparatus 
(i.e., a network device) and changes articles or materials to a different state or thing. 

Claim 1 recites "receiving a list of a plurality of keywords to be used for the 
vertical search engine on a network device :" and "making a vortal accessible on 
another n etwork device via the computer network for the selected subject using the 
final index." 

First, the claimed invention is tied to tow particular machines or apparatus, 
namely, a network device and another network device which both include a 
computer hardware system used for execution. 

Clearly, the Examiner does not understand computer science or engineering 
nor the patent law since the Examiner is asserting, a hardware device with one or 
more processors and a memory executing instructions to perform the invention is not 
a computer hardware system. 
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First, a network device would clearly be recognized by someone even with a 
minimal skill in the art to be a computer hardware system for execution. 

Second, the Appellant's application clearly teaches that a network device 
(e.g., FIG. 1, 30) that accepts and processes keywords into a vortal and another 
network device (e.g., FIG. 1, 29) that makes the vortal available via the computer 
network such as the Internet (FIG. 1, 18) are computer hardware systems used for 
execution. 

The Appellant clearly defines one type of network device as a client network 
device. The client network devices 12, 14, 16 include, but are not limited to, personal 
computers, wireless devices, laptop computers, mobile phones, personal information 
devices, personal digital assistants, hand-held devices, network appliances, pagers, 
and other types of electronic devices. (Application, page 9, lines 6-10). 

All of these network device are clearly computer hardware systems for 
execution. There is no way the Examiner can argue otherwise. 

The Appellant also defines another type of a network device as a server 
network device (Application, page 9, lines 15-19). 

The Appellant further teaches these server network devices e include a 
processing system with at least one high speed Central Processing Unit ("CPU") and a 
memory. In accordance with the practices of persons skilled in the art of computer 
programming, the present invention is described below with reference to acts and 
symbolic representations of operations or instructions that are performed by the 
processing system, unless indicated otherwise. Such acts and operations or 
instructions are referred to as being "computer-executed, " "CPU-executed, " or 
"processor-executed. "It will be appreciated that acts and symbolically represented 
operations or instructions include the manipulation of electrical signals or biological 
signals by the CPU. An electrical system represents data bits which cause a resulting 
transformation or reduction of the electrical signals, and the maintenance of data bits 
at memory locations in a memory system to thereby reconfigure or otherwise alter the 
CPU's operation, as well as other processing of signals. The memory locations where 
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data bits are maintained are physical locations that have particular electrical, 
magnetic, optical, or organic properties corresponding to the data bits. 

The data bits may also be maintained on a computer readable medium 
including magnetic disks, optical disks, organic memory, and any other volatile (e.g., 
Random Access Memory CRAM")) or non-volatile (e.g., Read-Only Memory ("ROM")) 
mass storage system readable by the CPU. The computer readable medium includes 
cooperating or interconnected computer readable medium, which exist exclusively on 
the processing system or be distributed among multiple interconnected. 
(Application, page 11, line 7 through page 12, line 6). 

This description clearly makes the server network devices statutory under 35 

USC 101 since the server network device is a "machine" with a CPU that is 
programmed to transform memory bits based on electronic signals from one state 
into another based on programmed instructions. Such hardware computer machine 
with CPU and a processor programmed with computer software has been patentable 
since Benson. 

Third, the claimed invention changes articles or materials to a different state 
or thing. The claimed invention processes a list of keywords to create a refined list, 
a change in the list of keywords. The claimed invention also changes a first set of 
index files into and a second set of index files and creates a final index fro the second 
set of index files that is used for a vortal. In addition, these changes in software 
elements are at the lowest level changes in bits in a memory on the server network 
device and are manipulated by a CPU, a programmed machine. How, can the 
Examiner not understand such a simple computer engineering concept? 
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This description clearly makes the claim statutory under 35 USC 101 since 
the claimed invention changes articles (i.e., data bits in memory of the server device) 
into several different states of things. 

The claimed invention clearly produces a practical application that produces 
a real-world result, namely, a vertical search engine vortal created from keywords 
and by processing and summarizing information associated with the keywords from 
and presenting to a user a unique type of search engine that includes more depth 
than breath for the keywords that is used from a computer network like the 
Internet. 

What more tangible result can a user of the Internet be provided than a 
specific kind of search engine that relieves a user from manually viewing, processing 
and eliminating inappropriate or unwanted information? How else would a user 
obtain information form the Internet without a search engine? 

Thus, the Appellant's claimed invention clearly produces tangible results. It 
is clearly incorrect for the Examiner to assert otherwise. 

(c) Concrete: The MPEP at 2106 states "Usually, this question arises when 
a result cannot be assured. In other words, the process must have a result that can 
be substantially repeatable or the process must substantially produce the same 
result again. In re Swartz, 232 F.3d 862, 864, 56 USPQ2d 1703, 1704 (Fed. Cir. 
2000). 

The claimed invention includes a process that is substantially repeatable that 

substantially produces the same results. What good would a search engine be if a 

user couldn't repeat a search or obtain the same results? 
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Thus, the Appellant's claimed invention is clearly concrete. It is clearly 
incorrect for the Examiner to assert otherwise. 

The Examiner asserts that "search engines are not necessary to the 
oberability of the Internet." (Final Office Action, page 10). The only way this 
statement is true is that no person in the world anywhere ever desired to find any 
information on the Internet. This assertion show either the Examiner clearly 
understand nothing about the Internet or is clearly biased towards the Appellant's 
invention, or both. 

The Appellant's claimed invention illustrated by Claim 1 is clearly is 
statutory subject matter and clearly produces useful, concrete and tangible result 
under all case law as well as the Interim Examination Guidelines. 

The Examiner further asserts "Applicant asserts the argument that claim 2 
does include a computer readable medium. The Examiner agrees. However, for the 
purposes of clarification, it is noted that the rejection of Claim 2 under 35 U.S.C. 101 
is sustained in that claim 2 fails to remedy the non-statutory subject matter 
deficiencies of Claim 1. That is while Claim 2 recites 'the method of Claim 1 further 
comprising a computer readable medium have stored therein instructions for 
causing a processor to execute the steps of the method.' That is the limitations of 
Claim 2 may be considered to be software, per se, since the claims fail to be 
integrated into a computer hardware system for execution. Since the claim simply 
recites that the instructions are "for causing a process to execute the steps of the 
method" and fails to claim a process where an integrated computer hardware system 
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is executing the computer program's instructions, the claim fails to qualify as a 
process claim and is considered non-statutory functional descriptive material." 

Respectfully, this analysis borders on being nonsensical. The Appellant 
ponders whether the Examiner understands what the components of a computer 
include. First, as was illustrated above Claim 1 is clearly statutory subject matter. 
Second, Claim 2 includes a computer readable medium (i.e., hardware, e.g., a 
memory, floppy disk, CD-Rom, RAM, ROM, etc.) having stored therein instructions 
(i.e., software, e.g., a program) for causing a processor (i.e., hardware) to execute the 
steps of the method (i.e., a programmed machine including a processor, a memory, 
instructions executed in memory to output a useful, concrete and tangible result). 
Thus, this claim clearly recites a hardware and software system in a statutory 
category, namely, a programmed machine. Such a programmed machine with 
hardware and software components has been statutory since Benson. 

In addition, the Examiner has stated that Claim 2 includes non-statutory 
subject matter. As late as October 2007, other Examiner's at the USPTO have found 
the similar language to encompass statutory subject matter by simply mentioned 
"computer readable mediums" and not mentioning a processor as the Appellant has 
in this matter. In addition, the USPTO has granted a large number of patents filed 
and prosecuted by the Appellant's attorney with hundreds of dependent claims with 
exactly the same language as is illustrated in Claim 2. The Appellant understand 
every matter is considered on its own merits for patentability. However, the 
Examiner's analysis is clearly wrong with respect to this dependent claim. 
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CONCLUSION FOR REJECTION 2 



The Appellant has clearly illustrated why the Section 101 rejection of Claims 



1-13 and 26-27 is mis-application of U.S. Patent Law and Rules. Thus, the Section 



101 must be immediately withdrawn. 
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ARGUMENT FOR REJECTION 3 
Independent Claims 1 and 23 

The Examiner is reminded that to establish a prima facie case of 
obviousness in the first place, three basic criteria must be met. First, there 
must be some suggestion or motivation, either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art, to 
modify the reference or to combine reference teachings. Second, there must 
be a reasonable expectation of success. Finally, the prior art reference must 
teach or suggest all of the claim limitations. In re Vaeck, 947 F.2d 488 (Fed. 
Cir. 1991). 

The Examiner is reminded that to establish a case of prima facie obviousness 
of a claimed invention, all of the claim limitations must be taught or suggested. In re 
Royka 400 F.2d 981 (CCPA 1974). 

The Examiner asserts that BERSTIS, in combination with BRADY, 
discloses all of the elements in Independent Claims 1 and 23. 

However, the Examiner meticulously cited sections of BERSTIS and BRADY 
for all the elements of independent Claim 1, except for two claim elements. The 
Examiner did not find anywhere in BERSTIS or BRADY individually, or the 
combination thereof, at least two elements of independent Claim 1 including: 
"verifying that entries in the plurality of second index files are appropriate for the 
selected subject; and 

making a vortal accessible on another network device via the computer 
network for the selected subject using the final index? 

The Examiner again was incomplete and sloppy in his analsyis. 



-31 of 56- 



PATENT APPEAL BRIEF 
Application No. 10/797,857 
Examiner: Paul Kim 
Art Unit: 2161 
Applicant: Fordham 

Since the prior art references do not teach all of the claim elements 
by the Examiners own words and analysis, the Examiner has not 
established a prima facie case of obviousness in violation of the holding of In 
re Vaeck and In re Royka. Thus, Section 103 rejection is clearly improper, 
must be immediately withdrawn. The Applicant need not respond any 
further because the Examiner has not established a prima facie case of 
obviousness. 

The Examiner, failing to find a teaching for all the claim elements in 
the combination of BERSTIS and BRADY then tries to overcome his failings 
but stating the missing claim elements are obvious by simply asserting "It 
would have been obvious to one of ordinary skill in the art at the time the 
invention was created to verify that the entries in the second index files fall 
within the selected subject for the vortal. Additionally, it would have been 
obvious to one of ordinary skill in the art at the time the invention was 
created to have the vortal available for access by another network device via 
a general computer network. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to combine the 
inventions suggested by BERSTIS and BRADY." 

The Examiner's assertions are clearly is mis-application of U.S. 
Patent Law. The Examiner simply cannot say claim elements he does not 
find in the combination of references are obvious to one of ordinary skill in 
the art. 
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The holding of All-Site Corp. v. VSIInt'l Inc., 11 A F.3d 1308 (Fed. Cir. 
1999) clearly states "the level of skill in the art cannot be relied upon to 
provide the suggestion to combine references," 

The holding of Ex Parte Levengood, 217 F.3d 1365 (Fed. Cir. 2000) 
also clearly states a making a statement that a claimed invention would 
have been within the ordinary skill of the art at the time the invention was 
made is not sufficient to establish a prima facie case of obviousness. 

The Examiner then asserts "One of ordinary skill in the art would have been 
motivated to do this modification so that in creating a vertical search engine, 
keywords are processed to be included in a final index such that the final index 
correlates to a specific subject or topic." 

The Examiner is reminded that the mere fact that the references can be 
combined or modified (which is not the case in this matter) does not render the 
resultant combination obvious unless the prior art also suggests the desirability of 
the combination . In re Mills, 916 F.2d 680 (Fed. Cir. 1990). Neither BERSTIS and 
BRADY suggest such a combination, and in fact teach away from such a combination 
as is discussed below. 

The Examiner is reminded that a prima facie case of obviousness can 
be rebutted by showing that the art, in any material respect teaches away 
from the claimed invention. In re Geisler, 116 F.3d 1465 (Fed. Cir. 1997). 

Berstis teaches "Conventional search engine applications maintain a 
centralized keyword index which consumes considerable space and requires 
frequent and time consuming updates. The problem of traffic overload on 
conventional search engines caused by such centralized functionality can be 
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eliminated by first migrating and distributing a portion of the searching and 
indexing functionality to local sites and servers... local sites support local 
search engines which perform indexing of all pages maintained at each 
respective site. A global, top-level search engine maintains and periodically 
updates its own master index. During such updates, the global search engine 
incorporates information from the locally maintained indices at each Web 
site. In an alternate embodiment, the global search engine would retrieve 
only the Internet Protocol (IP) address of the local sites associated with 
word-to-page links relating to the searched words. In this manner, when a 
user commences a search, the global search engine responds by providing a 
list of sites (site addresses) rather than page addresses." (Col. 4, lines 55-67). 

Brady teaches an automated method of creating and updating a 
database of resumes and related documents (Abstract). 

The claimed invention has no such limitations. Thus, Bertsis alone, 
Brady alone and the combination thereof clearly teaches away from the 
claimed invention in several material respects. Therefore, even if the 
Examiner had established a prima facie case of obviousness, and as 
discussed above, the was not true in this matter since the Examiner did not 
find all of the claimed elements of the claimed invention, any prima facie 
case of obviousness is rebutted based on the holding of In re Giesler. 

The Examiner is also reminded that if a proposed modification would 
render the prior art invention being modified unsatisfactory for its intended 
purpose, then there is no suggestion or motivation to make the proposed 
modification. In re Gordon, 733 F.2d 900 (Fed. Cir. 1984). 



-34 of 56- 



PATENT APPEAL BRIEF 
Application No. 10/797,857 
Examiner: Paul Kim 
Art Unit: 2161 
Applicant: Fordham 

Berstis teaches "Conventional search engine applications maintain a 
centralized keyword index which consumes considerable space and requires 
frequent and time consuming updates. The problem of traffic overload on 
conventional search engines caused by such centralized functionality can be 
eliminated by first migrating and distributing a portion of the searching and 
indexing functionality to local sites and servers. In one embodiment of the 
present invention, local sites support local search engines which perform 
indexing of all pages maintained at each respective site (Col. 4, lines 48-54). 
Berstis also teaches requirement of using local search engines which 
perform indexing of all pages maintained at each respective local site 
instead of spiders or crawlers to update a centralized keyword index. (Col. 4, 
lines 55-67). 

Brady teaches: "One particular aspect of this embodiment is where 
said method is used to create or update a database of publicly available 
resumes retrieved from a network of documents." (Col. 6, lines 1-3). Brady 
also teaches use of a 'spider or 'crawler that refers to a sequence of computer 
commands in the form of a computer program, subroutine or the like, that 
locate and retrieve documents according to specified criteria from a network 
of documents, such as, the Internet, the World Wide Web, LANs, intranets, 
or the like. (Col. 4, lines 11-15). "For example in the instance where the 
spider is retrieving publicly available resumes and publications from the 
web, a retrieved resume may provide a link to a publication directed to 
subject matter that is relevant to the position that is to be filled. ,, (Col. 5, 
lines 10-19). 
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Since Brady requires use of a spider or crawler and Bertsis in part 
was created to eliminate the use of a spider or crawler by requiring use of 
local search engines, combining Brady and Bertsis makes Bertsis 
unsatisfactory for one of its intended purposes of eliminating use of spiders 
and crawlers. Therefore, there is no suggestion or motivation to make the 
proposed modification based on the holding of In re Grady. 

The Examiner is also reminded that evidence supporting no reasonable 
expectation of success of combining two references supports a conclusion of 
nonobviouslness; In re Reinhart, 531 F.2d 1048 (CCPA 1976) and if the proposed 
modification or combination of the prior art would change the principal operation of 
the prior art invention being modified, then the teachings of the references are not 
sufficient to render the claims prima facie obvious. In re Ratti 270 F.2d 810 (CPPA 
1959). 

Bertsis, which eliminates the need for spider or crawlers by requiring local 
search engines on each site, could not be combined with Brady, which requires the 
use of spiders and crawlers to obtain resumes from the Internet, cannot be 
successfully combined because the combination would change the principle operation 
of Bertsis. Thus, the combination of Bertsis and Brady cannot render the claims 
prima facie obvious based on the holdings of In re Reinhart and In re Ratti. 

Thus, Claims 1 and 23 are not obvious and the rejections of Claims 1 and 23 
are improper. Therefore the rejection of Claims 1 and 23 must be immediately 
withdrawn. 
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Dependent Claims 2 and 4 

The arguments for independent Claims 1 and 23 are incorporated by 
reference. Claims 2 and 4 are dependent claims that add additional limitations not 
included in the corresponding independent claims. The Examiner is reminded that 
if an independent claim is nonobvious under 35 U.S.C. 103, than any claim 
depending therefrom is nonobvious. In re Fine, 837 F.2d 1071 (Fed. Cir. 1988). 

Thus, Claims 2 and 4 are not obvious and the rejections of Claims 2 and 4 are 
improper. Therefore the rejection of Claims 2 and 4 must be immediately 
withdrawn. 

CONCLUSION FOR REJECTION 3 

Thus, Claims 1, 2, 4 and 23 are not obvious and the rejections of these claims 
are improper. Therefore the rejection of claims must be immediately withdrawn. 
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ARGUMENT FOR REJECTION 4 

The Examiner admitted that BERSTIS and BRADY differ from the claimed 
invention in that they fail to specifically disclose that the DNS for the Internet is 
included in the DNS for the network (claims 3 and 25). (First Office Action, Page 7) 
The Applicant accepted this admission. (First Response, pages 25) 

The Examiner admitted that BERSTIS and BRADY differ from the claimed 
invention in that they fail to specifically disclose that the opening of a .COM, .EDU, 
.GOV, .MIL, .NET or .ORG top-level domain name file (claim 24). (First Office 
Action, Page 7). The Applicant accepts this admission. (First Response, page 25). 

The Examiner asserted the Applicant had inadequately traversed the taking 
of Official Notice. This is clearly an erroneous assertion by the Examiner. The 
Appellant repeats the arguments made above. 

The Applicant traversed the assertion of Official Notice taken by the 
Examiner as follows. 

The Examiner is reminded that there must be some form of evidence in the 
record to support an assertion of Official Notice. In re Lee, 277 F.3d at 1344-45 (Fed. 
Cir. 2002). The Examiner has not provided any such evidence other than to assert 
that " it would have been obvious to one of ordinary skill in the art at the time the 
invention was made." 

The Applicant traverses this assertion of Official Notice as being defective 
and improper because: (1) the Examiner admitted that Neither Berstis nor Brady 
alone or in combination teach the claim limitations the Examiner took Official 
Notice of; (2) Claims 3, 24 and 25 are dependent claims addition the additional 
limitations to the corresponding independent claims that are not obvious in 
combination; (3) these dependent claims add additional limitations to the vertical 
search engine with the specific features claimed by the Applicant; (4) there were 
very few vertical search engines in existence period when the Applicant filed the 
original parent application in 2001 that the current divisional application is based 
on and there are still very few vertical search engines used at all on the Internet; (5) 
there were no vertical search engines with the claim elements of the combination of 
the independent and dependent claims that the Applicant knew about at the time 
the application was filed. 
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Since the Applicant has adequately traversed the Examiner's assertion of 
Official Notice, the Examiner must provide documentary evidence of proof for the 
Office Notice with the rejected claim limitations used in a vertical search engine at 
the time the Applicant filed the application in the next Office action if the rejection 
is to be maintained. In re Zurko, 258 F.3d 1379, 1697(Fed. Cir. 2001). The Applicant 
respectfully requests such evidence. (First Response, Pages 26-29). 

The Examiner asserts "The Applicant has inadequately traversed the Official 
Notice and is therefore deficient, no document evidence shall be provided by the 
Examiner. Accordingly, because of the Applicants inadequate traversal, it is noted 
the rejections of claims 3 and 24-25 have been modified to indicate that the 
limitations of the claims, which are well-known in the art, are now taken to be as 
admitted prior art." (Final Office Action pages 13-14). 

The Examiner then goes on to assert that the Appellant should review the 
MPEP 2144.02, which address the topic of Official Notice. The Examiner underlined 
for emphasis the statement "including stating why the noticed fact is not considered 
to be common knowledge or well-know in the art." 

These assertions clearly show the Examiner erred in the application of MPEP 
§2144.02. 

As cited the Appellant above in items 1-5 of the Appellant's traversal of 
official notice and more specifically items 4 and 5, the Appellant specifically stated 
that since vertical search engines were rare at the time the Appellant filed the 
parent application in 2001 (and are still rare today), that the combination of features 
claimed by the Appellant in the dependent claims, along with the features claimed 
in the independent claims for vertical search engines could not be considered 
common knowledge or well-known in the art. 
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The Board should request that Examiner Kim, without further research and 
without using the Appellant's vertical search engine products, provide the Board 
with a list of vertical search engines the Examiner can name from memory. Since 
vertical search engines are still very rare on the Internet, the Appellant doubts the 
Examiner (very respectfully or the Board) could even name one vertical search 
engine from memory. As such, the claimed features of the Appellant's vertical 
search engine could not be well known and are not well-known or common 
knowledge in the art at the time the application was filed and are still not now. 

The current application, filed in 2004, is a divisional of a parent application 
filed July 31, 2001. Vertical search engines were not well know in 2001 when the 
parent application was filed, were not well known in 2004 when the present 
application was filed and are still not well known. 

As further evidence the Appellant submits three articles included as Exhibits 

C-E. 

The first, Exhibit C, written in 2005, entitled, "LookSmart launches Vertical 
Search Engines Aimed at Targeted Demographics," states LookSmart announced 
the launch of its first five vertical search engines. 

The second, Exhibit D, written in 2006, entitled ""What is a vertical search?" 
states indeed.com one of the first vertical job search engines was founded in 2004. 
In the third article, Exhibit E, written in 2005, the author says silicon valley is 
buzzing with vertical search. All of these examples have dates years after 2001 date 
the Appellant filed the parent application for this matter. Further evidence the 
claimed features of the Appellant's invention could not have been well known at the 
time the application was filed. If the Examiner had fully considered the file history 
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at the time he prepared the First Office Action, none of these arguments would have 
been necessary. 

CONCLUSION FOR REJECTION 4 

Thus, the rejections of Claims 3, 24 and 25 are improper. Therefore the 
rejection of Claims 3, 24 and 25 must be immediately withdrawn. 
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ARGUMENT FOR REJECTION 5 

The Examiner admitted that BERSTIS and BRADY differ from the claimed 
invention in that they fail to specifically disclose the method of eliminating generic 
keywords and adding synonyms and modified spellings of keywords to the list (claim 
5). The Applicant accepted this admission. 

The Arguments for Claims 1 and 23 are incorporated by reference. Since the 
Applicant clearly explained by BERSTIS and BRADY were not obvious and the 
Examiner admitted that BERSTIS and BRADY did not teach the claim limitations 
of Claim 5, the combination of BERSTIS, BRADY and SULLIVAN cannot teach the 
limitations of Claim 5. 

Claim 5 is a dependent claim that add additional limitations not included in 
the corresponding independent claims. The Examiner is reminded that if an 
independent claim is nonobvious under 35 U.S.C. 103, than any claim depending 
therefrom is nonobvious. In re Fine, 837 F.2d 1071 (Fed. Cir. 1988). 

CONCLUSION FOR REJECTION 5 

Thus, the rejections of Claim 5 is improper. Therefore the rejection of Claim 
5 must be immediately withdrawn. 
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CONCLUSION FOR ALL ISSUES 

For the foregoing reasons, Appellant submits that all of the Examiner's 
rejection of claims 1-13 and 23-27 are clearly erroneous. Accordingly, Appellant 
respectfully requests that the Appeal Board reverse all of the Examiner's rejection of 
claims 1-13 and 23-27 and immediately pass all claims 1-13 and 23-27 to allowance. 

Respectively submitted: 
Lesavich High-Tech Law Group, P.C. 




Date: October 27. 2007 

Stephen Lesavich, PhD 
Registration No. 43,749 
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CLAIMS LISTING APPENDIX 

Claims 1-13 and 23-27. 

1. (Original) A method for creating a vertical search engine, comprising: 

receiving a list of a plurality of keywords to be used for the vertical search 
engine on a network device, wherein the list of keywords includes general and 
specific keywords for a selected subject; 

processing the list of plurality of keywords to create a refined list of 
keywords, wherein the processing includes adding, subtracting or modifying 
automatically the list of plurality of keywords; 

creating a plurality of first index files associated with a plurality of first data 
files by checking a plurality of domain names from a plurality of domain name files 
associated with a domain name system for a computer network, wherein the 
plurality of first index files include a plurality of pointers to the associated data files, 
and wherein the plurality of first data files include a plurality of entries including 
electronic information extracted from a plurality of web-sites associated with a 
plurality of active domain names from the plurality of domain name files; 

creating a plurality of second index files with associated plurality of second 
data files by searching the plurality of first index files for keywords from the refined 
list of keywords, wherein the plurality of second index files include a plurality of 
pointers to the associated plurality of second data files, and wherein the plurality of 
second data files include a plurality of entries including electronic information 
extracted from a plurality of web-sites associated with the plurality of active domain 
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names for keywords from the refined list of keywords; 

verifying that entries in the plurality of second index files are appropriate for 

the selected subject; 

creating a final index from the plurality of entries first index; and 
making a vortal accessible on another network device via the computer 

network for the selected subject using the final index. 

2. (Original) The method of Claim 1 further comprising a computer readable 
medium having stored therein instructions for causing a processor to execute the 
steps of the method. 

3. (Original) The method of Claim 1 wherein the domain name system for 
the computer network includes the Domain Name System for the Internet. 

4. (Original) The method of Claim 1 wherein the plurality of entries 
including electronic information extracted from a plurality of web-sites associated 
with a plurality of active domain names from the plurality of domain name files 
include a title, description, a uniform resource locator, or a pre-determined amount 
of electronic content associated with a web-site associated with an active domain 
name. 
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5. (Original) The method of Claim 1 wherein the processing step includes: 
eliminating keywords that are too generic or have multiple meanings; 
modifying keywords by adding alternative spellings or additional words; and 
adding automatically synonyms for keywords to the list of plurality of 

keywords to create the refined list of keywords. 

6. (Original) The method of Claim 1 wherein the step of creating a plurality 
of first index files includes: 

opening a plurality of top-level domain name files associated with the domain 
name system for the computer network; 

checking a plurality of domain names from the plurality of open top-level 
domain name files to determine whether any of the plurality of domain names are 
associated with an active web-site on the computer network; 

extracting domain names in the plurality of open top-level domain name files 
associated with active web-sites on the computer network; 

storing the extracted domains names in a plurality of entries in a plurality of 
separate files, thereby creating a plurality of separate files including the plurality of 
entries; and 

sorting each of the plurality of separate files based on a pre-determined 
sorting scheme to create a plurality of sorted separate files. 

7. (Original) The method of Claim 6 wherein the step of opening a plurality 
of top-level domain name files associated with a domain name system including 
opening a .COM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file 
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associated with the Internet domain name system. 

8. (Original) The method of Claim 6 wherein the checking step includes 
attempting to visit a web-site on the computer network with a software spider to 
determine whether the web-site is active. 

9. (Original) The method of Claim 6 wherein the checking step includes 
extracting electronic content from an active web-site on the computer network. 

10. (Original) The method of Claim 6 wherein the extracting step includes: 

(a) adding a first individual character component to a first file based on the 
first character of an entry, when the first individual character component was 
derived from an entry in one of the plurality of open top-level domain name files; 

(b) moving the first character of the first individual character component to 
an end of the first individual character component, thereby exposing a next 
character and creating a next individual character component; 

(c) adding the next individual character component to a next file based on the 
next character of the first individual character component; 

(d) moving the next character of the next individual character component to 
an end of the next individual character component, thereby exposing a (next 
character+1) and creating a (next character+1) individual character component; 

(e) adding the (next character+1) individual character component to a (next 
charater+1) file based on the (next character+1) of the (next character+1) individual 
character component; 
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(f) repeating steps (d) and (e) until first character of the first individual 
character component is reached. 

11. (Original) The method of Claim 6 wherein the storing step includes 
storing the plurality of individual character components in a plurality of separate 
files including one file for each letter of the English alphabet (A-Z), and the numbers 
zero through nine. 

12. (Original) The method of Claim 6 wherein the sorting step includes 
sorting each of the plurality of separate files based on an ASCII value of characters 
stored in the plurality of separate files. 

13. (Original) The method of Claim 1 wherein the step of creating a plurality 
of first index files includes: 

(a) selecting a keyword from the refined list of keywords; 

(b) determining whether the selected keyword comprises multiple words, and 

if so, 

(c) selecting a word with the greatest number of individual characters 
from the multiple words comprising the selected keyword, 

(d) opening a one of a plurality of sorted separate files based on a first 
character of the selected word from the selected keyword, wherein the plurality of 
sorted separate file were created by indexing a plurality of domain name files 
associated with a domain name system for the refined fist of keywords, and 

(e) searching the open sorted separate file for the selected word from 



48 of 56 



PATENT APPEAL BRIEF 
Application No. 10/797,857 
Examiner: Kim 
Art Unit: 2161 
Applicant: Fordham 

the selected keyword, 

(f) repeating steps (c) through (e) for remaining words in the selected 

keyword; 

and if not, 

(g) opening a one of a plurality of sorted separate files based on a first 
character of the selected keyword, wherein the plurality of sorted separate file were 
created by indexing a plurality of domain name files associated with a domain name 
system for the refined list of keywords, and 

(h) searching the open sorted separate file for the selected keyword; 
(i) determining whether the selected keyword has been found in the open 

separate sorted, file, and if so, 

(j) adding an entry to a first index file for the selected keyword; 

(k) repeating steps (a), (b) and (i) for remaining keywords from the refined list 
of keywords. 

14.-22 (Canceled). 

23. (Original) A vertical search engine system, comprising in combination: 
a vertical search engine server with associated database for indexing and 
searching a plurality of top-level domain name files associated with a domain name 
system for a computer network for a selected list of keywords for a selected topic, for 
indexing and searching electronic content from a plurality of web-sites identified by 
a plurality of domain names from the plurality of top-level domain name files and for 
creating a vortal index from the indexed plurality of top-level domain name files and 
the electronic content from the plurality of web-sites; and 
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a protocol stack on the vertical search engine server for communicating with 
other network devices on the computer network; and 

a server network device for making a vortal accessible on a network device 
via the computer network for a selected subject using the vertical index created by 
the vertical search engine server. 

24. (Original) The vertical search engine system of Claim 23 top-level 
domain name files associated with a domain name system including opening a 
.COM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file associated with 
the Internet Domain Name system. 

25. (Original) The vertical search engine system of Claim 23 wherein the 
domain name system for the computer network includes the Domain Name System 
for the Internet. 

26. (Original) A method for creating a vertical search engine, comprising: 
receiving a list of a plurality of keywords to be used for the vertical search 

engine on a network device, wherein the list of keywords includes general and 
specific keywords for a selected subject; 

processing the list of plurality of keywords to create a refined list of 
keywords, wherein the processing includes adding, subtracting or modifying 
automatically the list of plurality of keywords; 

creating a plurality of first index files associated with a plurality of first data 
files by checking a plurality of domain names from a plurality of domain name files 
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associated with a domain name system for a computer network, wherein the 
plurality of first index files include a plurality of pointers to the associated data files, 
and wherein the plurality of first data files include a plurality of entries including 
electronic information extracted from a plurality of web-sites associated with a 
plurality of active domain names from the plurality of domain name files, wherein 
the step of creating the plurality of first index files includes: 

opening a plurality of top-level domain name files associated with the domain 
name system for the computer network; 

checking a plurality of domain names from the plurality of open top-level 
domain name files to determine whether any of the plurality of domain names are 
associated with an active web-site on the computer network; 

extracting domain names in the plurality of open top-level domain name files 
associated with active web-sites on the computer network; 

storing the extracted domains names in a plurality of entries in a plurality of 
separate files, thereby creating a plurality of separate files including the plurality of 
entries; and 

sorting each of the plurality of separate files based on a pre-determined 
sorting scheme to create a plurality of sorted separate files; 

creating a plurality of second index files with associated plurality of second 
data files by searching the plurality of first index files for keywords from the refined 
list of keywords, wherein the plurality of second index files include a plurality of 
pointers to the associated plurality of second data files, and wherein the plurality of 
second data files include a plurality of entries including electronic information 
extracted from a plurality of web-sites associated with the plurality of active domain 
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names for keywords from the refined list of keywords; 

verifying that entries in the plurality of second index files are appropriate for 

the selected subject; 

creating a final index from the plurality of entries first index; and 
making a vortal accessible on another network device via the computer 

network for the selected subject using the final index. 

27. (Original) A method for creating a vertical search engine, comprising: 

receiving a list of a plurality of keywords to be used for the vertical search 
engine on a network device, wherein the list of keywords includes general and 
specific keywords for a selected subject; 

processing the list of plurality of keywords to create a refined list of 
keywords, wherein the processing includes adding, subtracting or modifying 
automatically the list of plurality of keywords; 

creating a plurality of first index files associated with a plurality of first data 
files by checking a plurality of domain names from a plurality of domain name files 
associated with a domain name system for a computer network, wherein the 
plurality of first index files include a plurality of pointers to the associated data files, 
and wherein the plurality of first data files include a plurality of entries including 
electronic information extracted from a plurality of web-sites associated with a 
plurality of active domain names from the plurality of domain name files, wherein 
the step of creating a plurality of first index files includes: 

(a) selecting a keyword from the refined list of keywords; 

(b) determining whether the selected keyword comprises multiple words, and 
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if SO, 

(c) selecting a word with the greatest number of individual characters 
from the multiple words comprising the selected keyword, 

(d) opening a one of a plurality of sorted separate files based on a first 
character of the selected word from the selected keyword, wherein the plurality of 
sorted separate file were created by indexing a plurality of domain name files 
associated with a domain name system for the refined list of keywords, and 

(e) searching the open sorted separate file for the selected word from 
the selected keyword, 

(f) repeating steps (c) through (e) for remaining words in the selected 

keyword; 

and if not, 

(g) opening a one of a plurality of sorted separate files based on a first 
character of the selected keyword, wherein the plurality of sorted separate file were 
created by indexing a plurality of domain name files associated with a domain name 
system for the refined list of keywords, and 

(h) searching the open sorted separate file for the selected keyword; 
(i) determining whether the selected keyword has been found in the open 

separate sorted, file, and if so, 

(j) adding an entry to a first index file for the selected keyword; 
(k) repeating steps (a), (b) and (i) for remaining keywords from the refined list 
of keywords; 

creating a plurality of second index files with associated plurality of second 
data files by searching the plurality of first index files for keywords from the refined 
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list of keywords, wherein the plurality of second index files include a plurality of 
pointers to the associated plurality of second data files, and wherein the plurality of 
second data files include a plurality of entries including electronic information 
extracted from a plurality of web-sites associated with the plurality of active domain 
names for keywords from the refined list of keywords; 

verifying that entries in the plurality of second index files are appropriate for 
the selected subject; 

creating a final index from the plurality of entries first index; and 
making a vortal accessible on another network device via the computer 
network for the selected subject using the final index. 
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EVIDENCE APPENDIX 

The Appellant has cited various sections of the following documents included 
as Exhibits A-G via this Evidence Appendix in the arguments in the preceding 
pages. 

1. Exhibit Al - First Office Action, Exhibit A2 - Final Office Action 

2. Exhibit B - First Appellant Response 

3. Exhibit C - Online Article - "LookSmart Lauches Vertical Search Engines 
Aimed at Targeted Demgraphics," April 1, 2005, 

http://www.enterprisesearchcenter.com/Articles/ReadArticle. aspx?ArticleID= 
7798. 

4. Exhibit D - Online Article - "What is vertical search?" , Juan Carlos Perez, 
Info World, January 18, 2006, 

http://www.infoworld.com/article/06/01/18/74292 HNverticalsearch l.html . 

5. Exhibit E - Online Article - "Vertical Search Creates Buzz In Silicon 
Valley," Nick Wilson, March 16, 2005, 

http ://www . s e archne w z. com/se ar chne w z- 1 2 
20050316VerticalSearchCreatesBuzzInSiliconValley.htmL 

6. Exhibit F — Logika Fusion Bot http://www.logika.net/prod vert.asp. 

7. Exhibit G - Fusion Bot - http : //platinum . f usionbot . com . 
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RELATED PROCEEDINGS APPENDIX 



None. 
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DETAILED ACTION 

1. This Office action is responsive to the following communication: Divisional application 
filed on 10 March 2004. 

2. Claims 1-25 are pending and present for examination. Claims 1, 14, 19 and 23 are 
independent. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on 12 December 2004 is in 
compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement 
is being considered by the examiner. 

Priority 

4. It is noted that this application appears to claim subject matter disclosed in prior 
Application No. 09/918,838, filed on 31 July 2001. A reference to the prior application must be 
inserted as the first sentence(s) of the specification of this application or in an application data 
sheet (37 CFR 1.76), if applicant intends to rely on the filing date of the prior application under 
35 U.S.C. 119(e), 120, 121, or 365(c). See 37 CFR 1.78(a). For benefit claims under 35 U.S.C 
120, 121, or 365(c), the reference must include the relationship (i.e., continuation, divisional, or 
continuation-in-part) of all nonprovisional applications. If the application is a utility or plant 
application filed under 35 U.S.C. 111(a) on or after November 29, 2000, the specific reference to 
the prior application must be submitted during the pendency of the application and within the 
later of four months from the actual filing date of the application or sixteen months from the 
filing date of the prior application. If the application is a utility or plant application which entered 
the national stage from an international application filed on or after November 29, 2000, after 
compliance with 35 U.S.C. 371, the specific reference must be submitted during the pendency of 



Application/Control Number: 10/797,857 Page 3 

Art Unit: 2161 

the application and within the later of four months from the date on which the national stage 
commenced under 35 U.S.C. 371(b) or (0 or sixteen months from the filing date of the prior 
application. See 37 CFR 1. 78(a)(2)(H) and (a)(5)(H). This time period is not extendable and a 
failure to submit the reference required by 35 U.S.C. 119(e) and/or 120, where applicable, within 
this time period is considered a waiver of any benefit of such prior application(s) under 35 U.S.C. 
119(e), 120, 121 and 365(c). A benefit claim filed after the required time period may be 
accepted if it is accompanied by a grantable petition to accept an unintentionally delayed benefit 
claim under 35 U.S.C. 119(e), 120, 121 and 365(c). The petition must be accompanied by (1) 
the reference required by 35 U.S.C. 120 or 119(e) and 37 CFR 1.78(a)(2) or (a)(5) to the prior 
application (unless previously submitted), (2) a surcharge under 37 CFR 1.1 7(t), and (3) a 
statement that the entire delay between the date the claim was due under 37 CFR 1.78(a)(2) or 
(a)(5) and the date the claim was filed was unintentional. The Director may require additional 
information where there is a question whether the delay was unintentional. The petition should 
be addressed to: Mail Stop Petition, Commissioner for Patents, P.O. Box 1450, Alexandria, 
Virginia 22313-1450. 

If the reference to the prior application was previously submitted within the time period 
set forth in 37 CFR 1.78(a), but not in the first sentence(s) of the specification or an application 
data sheet (ADS) as required by 37 CFR 1.78(a) (e.g., if the reference was submitted in an oath 
or declaration or the application transmittal letter), and the information concerning the benefit 
claim was recognized by the Office as shown by its inclusion on the first filing receipt, the petition 
under 37 CFR 1.78(a) and the surcharge under 37 CFR 1.17(t) are not required. Applicant is still 
required to submit the reference in compliance with 37 CFR 1.78(a) by filing an amendment to 
the first sentence(s) of the specification or an ADS. See MPEP § 201.11. 
This application appears to be a division of Application No. 09/918,838, filed on 31 July 2001. A 
later application for a distinct or independent invention, carved out of a pending application and 
disclosing and claiming only subject matter disclosed in an earlier or parent application is known 
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as a divisional application or "division." The divisional application should set forth the portion of 
the earlier disclosure that is germane to the invention as claimed in the divisional application. 

Double Patenting 

5. A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention/ in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

6. Claims 14-18 and 19-22 are rejected under 35 U.S.C. 101 as claiming the same invention 
as that of claims 1 and 6 respectively of prior U.S. Patent No. 6,714,934. This is a double 
patenting rejection. 

Claim Rejections - 35 USC§ 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

8. Claims 1 and 2-13 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The claims are directed toward "a method for creating 
a vertical search engine" and are non-statutory because they do not encompass tangible subject 
matter and/or embodiments which fall within a statutory category. 
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The claims make no mention of a tangible medium wherein existing code may be 
processed to perform the recited steps in the claims. See State Street, 149 F.3d at 1373, 47 
USPQ2d at 1601-02. MPEP 2106. "The claimed invention as a whole must accomplish a practical 
application. That is, it must produce a 'useful, concrete and tangible result' w (emphasis added). 



Claim Rejections - 35 USC§ 103 

9. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1, 2, 4 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berstis (U.S. Patent No. 6,490,575, hereinafter referred to as BERST1S), filed on 6 December 
1999, and issued on 3 December 2002, in view of Brady et al (U.S. Patent No. 6,463,430, 
hereinafter referred to as BRADY), filed on 10 July 2000, and issued on 8 October 2002. 

11. As per independent claims 1 and 23, BERSTIS, in combination with BRADY, 
discloses: 

A method for creating a vertical search engine, comprising: 

receiving a list of a plurality of keywords to be used for the vertical search 

engine On a network device {See BRADY, C2:L17-39, wherein this reads over 

"Vertical Portals"}, wherein the list of keywords includes general and specific 

keywords for a selected Subject {See BERSTIS, C10:L49-52, wherein this reads 
over "lists of keywords may be periodically updated automatically"}; 

processing the list of plurality of keywords to create a refined list of 
keywords, wherein the processing includes adding, subtracting or 
modifying automatically the list of plurality of keywords {See berstis, 

00:1.49-52, wherein this reads over "lists of keywords may be periodically updated 
automatically"}; 

creating a plurality of first index files associated with a plurality of first data 
files by checking a plurality of domain names from a plurality of domain 
name files associated with a domain name system for a computer 

network {See BERSTIS, C8:L52-55, wherein this reads over "such resultant data includes 
the identity and network addresses of network sites containing one or more of the 
searched keywords"; and C9:L4-7, wherein this reads over "each of local sites have an 
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associated local database which maintains a list of keywords compiled from within each 
site"}, 

wherein the plurality of first index files include a plurality of pointers to 

the associated data files {See BERSTIS, C9:L12-16, wherein this reads over 
"local indices include processing means for indexing the current keyword lists such 
that each of the keywords is associated with one or more of the multiple Web pages 
within each respective site; and C10:L43-46, wherein this reads over "such indexing 
entails associating each keyword with the network address of its local site or server"}, 

and 

wherein the plurality of first data files include a plurality of entries 
including electronic information extracted from a plurality of web- 
sites associated with a plurality of active domain names from the 

plurality Of domain name files {See BERSTIS, C10:L43-46, wherein this reads 
over "such indexing entails associating each keyword with the network address of its 
local site or server"}; 

creating a plurality of second index files with associated plurality of second 
data files by searching the plurality of first index files for keywords from 

the refined list Of keywords {See BERSTIS, C4:L57-61, wherein this reads over "[a] 
global, top-level search engine maintains and periodically updates its own master index; 
and C10:L49-52, wherein this reads over "lists of keywords may be periodically updated 

automatically"}, 

wherein the plurality of second index files include a plurality of pointers 
to the associated plurality of second data files {See berstis, C9:L12-16, 

wherein this reads over "local indices include processing means for indexing the 
current keyword lists such that each of the keywords is associated with one or more 
of the multiple Web pages within each respective site; and C10:L43-46, wherein this 
reads over "such indexing entails associating each keyword with the network address 
of its local site or server"}, and 

wherein the plurality of second data files include a plurality of entries 
including electronic information extracted from a plurality of web- 
sites associated with the plurality of active domain names for 
keywords from the refined list of keywords {See berstis, 010:143-46, 

wherein this reads over "such indexing entails associating each keyword with the 
network address of its local site or server"}; 

verifying that entries in the plurality of second index files are appropriate for 
the selected subject; 

creating a final index from the plurality of entries first index {See berstis, 
C4:L57-59, wherein this reads over "[a] global, top-level search engine maintains and 
periodically updates its own master index"}, and 

making a vortal accessible on another network device via the computer 
network for the selected subject using the final index. 

It would have been obvious to one of ordinary skill in the art at the time the invention 

was created to verify that the entries in the second index files fall within the selected subject for 

the vortal. Additionally, it would have been obvious to one of ordinary skill in the art at the time 
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the invention was created to have the vortal available for access by another network device via a 
general computer network. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the inventions suggested by BERSTIS and BRADY. 

One of ordinary skill in the art would have been motivated to do this modification so that 
in creating a vertical search engine, keywords are processed to be included in a final index such 
that the final index correlates to a specific subject or topic. 

12. As per dependent claim 2, BERSTIS, in combination with BRADY, discloses: 

The method of Claim 1 further comprising a computer readable medium having 
stored therein instructions for causing a processor to execute the steps of 

the method {See BERSTIS, CU:L23-26, wherein this reads over "Implementations as a 
computer system programmed to execute the method or methods described herein, and as a 
program product"}, 

13. As per dependent claim 4, BERSTIS, in combination with BRADY, discloses: 

The method of Claim 1 wherein the plurality of entries including electronic 
information extracted from a plurality of web-sites associated with a plurality 
of active domain names from the plurality of domain name files include a 
title, description, a uniform resource locator, or a pre-determined amount of 
electronic content associated with a web-site associated with an active 

domain name {See BERSTIS, C4:L62-65, wherein this reads over "the global search engine 
would retrieve only the Internet Protocol (IP) address of the local sites associated with word-to- 
page links relating to the searched words"). 

14. Claims 3, 24 and 25 are rejected under 35 U.S.C 103(a) as being unpatentable over 
BERSTIS, in view of BRADY, and in further view of Official Notice. 

BERTIS and BRADY teach the limitations of claims 1, 2, 4 and 23 for the reasons stated 

above. 

BER TIS and BRADY differ from the claimed invention in that they fail to specifically 
disclose that the DNS for the Internet is included in the DNS for the network (claims 3 and 25). 

BERTIS and BRADY differ from the claimed invention in that they fail to specifically 
disclose that the opening of a .COM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file 
(claim 24). 
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15. As per dependent claims 3 and 25, it would have been obvious to one of ordinary 
skill in the art at the time the invention was claimed to include the Domain Names System (or 
"DNS") for the Internet in the DNS for the network. 

16. As per dependent claim 24, it would have been obvious to one of ordinary skill in the 
art at the time the invention was claimed to hat the name files associated with a DNS would 
include opening a .COM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file associated 
with the DNS of the Internet. 

17. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over BERSTIS, in view 
of BRADY, and in further view Sullivan et al (U.S. Patent No. 5,956,711, hereinafter referred to as 
SULLIVAN), filed on 16 January 1997, and issued on 21 September 1999. 

BERTIS and BRADY teach the limitations of claims 1, 2, 4 and 23 for the reasons stated 

above. 

BER US and BRADY differ from the claimed invention in that they fail to specifically 
disclose the method of eliminating generic keywords and adding synonyms and modified spellings 
of keywords to the list (claim 5). 

18. As per dependent claim 5, BRADY, in combination with BERSTIS and SULLIVAN, 
discloses: 

The method of Claim 1 wherein the processing step includes: 

eliminating keywords that are too generic or have multiple meanings {See 

SULLIVAN, C4:L4-7, wherein this reads over w [a] restricted keyword list is accessed by the 
keyword translator which compares the user-entered input with a restricted list of 
acceptable keywords and acceptable synonyms"}; 

modifying keywords by adding alternative spellings or additional words {See 

SULLIVAN, C6:Ll-5, wherein this reads over "even one spelling of the same word (e.g., 
"color" In the United States, v. "colour" in the United Kingdom)"); and 

adding automatically synonyms for keywords to the list of plurality of 
keywords to create the refined list of keywords {See suluvan, C4:L7-io, 

wherein this reads over w [IJf the input is not on the list, but it is a synonym for a keyword 
on the list, then the keyword is substituted before storing the information"}. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the inventions suggested by BERSTIS, BRADY and SULLIVAN. 
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One of ordinary skill in the art would have been motivated to do this modification so that 
certain keywords are added or deleted according to their generic nature or similarity. 

Allowable Subject Matter 
19. Claims 6-13 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Paul Kim whose telephone number is (571) 272-2737.. The examiner can 
normally be reached on M-F, 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christian Chase can be reached on (571) 272-4190. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 



Paul Kim 

Patent Examiner, Art Unit 2161 
TECH Center 2100 
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Claim Rejections - 35 USC§ 103 

11. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this tide, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

12. Claims 1, 2, 4 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Berstis 
(U.S. Patent No. 6,490,575, hereinafter referred to as BERSTIS), filed on 6 December 1999, and issued 
on 3 December 2002, in view of Brady et al (U.S. Patent No. 6,463,430, hereinafter referred to as 
BRADY), filed on 10 July 2000, and issued on 8 October 2002. 

13. As per independent claims 1 and 23, BERSTIS, in combination with BRADY, discloses: 

A method for creating a vertical search engine, comprising: 

receiving a list of a plurality of keywords to be used for the vertical search engine on 
a network device {See BRADY, C2:L17-39, wherein this reads over "Vertical Portals"}, wherein 
the list of keywords includes general and specific keywords for a selected subject 
{See BERSTIS, C10:L49-52, wherein this reads over "lists of keywords may be periodically updated 
automatically"}; 

processing the list of plurality of keywords to create a refined list of keywords, 
wherein the processing includes adding, subtracting or modifying automatically 
the list Of plurality Of keywords {See BERSTIS, C10:L49-52, wherein this reads over "lists of 
keywords may be periodically updated automatically"}; 

creating a plurality of first index files associated with a plurality of first data files by 
checking a plurality of domain names from a plurality of domain name files 
associated with a domain name system for a computer network {See berstis, 
C8:L52-55, wherein this reads over "such resultant data includes the identity and network addresses 
of network sites containing one or more of the searched keywords"; and C9:L4-7, wherein this reads 
over "each of local sites have an associated local database which maintains a list of keywords 
compiled from within each site"}, 

wherein the plurality of first index files include a plurality of pointers to the 
associated data files {See BERSTIS, C9:L12-16, wherein this reads over "local indices 
include processing means for indexing the current keyword lists such that each of the keywords 
Is associated with one or more of the multiple Web pages within each respective site; and 
C10:L43-46, wherein this reads over "such Indexing entails associating each keyword with the 
network address of its local site or server"}, and 

wherein the plurality of first data files include a plurality of entries including 
electronic information extracted from a plurality of web-sites associated with 
a plurality of active domain names from the plurality of domain name files 
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{See BERSTIS, C10:L43-46, wherein this reads over "such indexing entails associating each 
keyword with the network address of its local site or server"}; 

creating a plurality of second index files with associated plurality of second data files 
by searching the plurality of first index files for keywords from the refined list of 
keywords {See BERSTIS, C4:L57-61, wherein this reads over "[a] global, top-level search engine 
maintains and periodically updates its own master Index; and C10:L49-52, wherein this reads over 
"lists of keywords may be periodically updated automatically"}/ 

wherein the plurality of second index files include a plurality of pointers to the 
associated plurality of second data files {See berstis, C9:ll2-16, wherein this reads 
over "local indices include processing means for indexing the current keyword lists such that 
each of the keywords is associated with one or more of the multiple Web pages within each 
respective site; and C10:L43-46, wherein this reads over "such indexing entails associating each 
keyword with the network address of its local site or server"}, and 

wherein the plurality of second data files include a plurality of entries including 
electronic information extracted from a plurality of web-sites associated with 
the plurality of active domain names for keywords from the refined list of 
keywords {See BERSTIS, C10:L43-46, wherein this reads over "such indexing entails 
associating each keyword with the network address of its local site or server"}; 

verifying that entries in the plurality of second index files are appropriate for the 
selected subject; 

creating a final index from the plurality of entries first index {See berstis, C4:L57-59, 
wherein this reads over w [a] global, top-level search engine maintains and periodically updates its 
own master index"}/ and 

making a vortal accessible on another network device via the computer network for 
the selected subject using the final index. 

It would have been obvious to one of ordinary skill In the art at the time the invention was 

created to verify that the entries in the second index files fall within the selected subject for the vortal. 

Additionally, it would have been obvious to one of ordinary skill in the art at the time the invention was 

created to have the vortal available for access by another network device via a general computer 

network. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the inventions suggested by BERSTIS and BRADY. 

One of ordinary skill in the art would have been motivated to do this modification so that in 
creating a vertical search engine, keywords are processed to be included in a final index such that the 
final index correlates to a specific subject or topic. 
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14. As per dependent claim 2, BERSTIS, in combination with BRADY, discloses: 

The method of Claim 1 further comprising a computer readable medium having stored 
therein instructions for causing a processor to execute the steps of the method {See 
BERSTIS, Cll:L23-26, wherein this reads over "implementations as a computer system programmed to 
execute the method or methods described herein, and as a program product"}. 

15. As per dependent claim 4, BERSTIS, in combination with BRADY, discloses: 

The method of Claim 1 wherein the plurality of entries including electronic information 
extracted from a plurality of web-sites associated with a plurality of active domain 
names from the plurality of domain name files include a title, description, a uniform 
resource locator, or a pre-determined amount of electronic content associated with a 
web-site associated with an active domain name {See berstis, C4:L62-65, wherein this 
reads over "the global search engine would retrieve only the Internet Protocol (IP) address of the local 
sites associated with word-to-page links relating to the searched words"}. 

16. Claims 3, 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over BERSTIS, 
in view of BRADY, and in further view of Admitted prior art. 

BERTIS and BRADY teach the limitations of claims 1, 2, 4 and 23 for the reasons stated above. 

BERTIS and BRADY differ from the claimed invention in that they fail to specifically disclose that 
the DNS for the Internet is included in the DNS for the network (claims 3 and 25). 

BERTIS and BRADY differ from the claimed invention in that they fail to specifically disclose that 
the opening of a .COM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file (claim 24). 

17. As per dependent claims 3 and 25, it would have been obvious to one of ordinary skill in the 
art at the time the invention was claimed to include the Domain Names System (or "DNS") for the 
Internet in the DNS for the network. Because Applicant failed to provide an adequate response to 
Examiner's Official Notice in the prior Office action, said failure deems the aforementioned obviousness 
statement to be taken as admitted prior art. 

18. As per dependent claim 24, it would have been obvious to one of ordinary skill in the art at 
the time the invention was claimed to hat the name files associated with a DNS would include opening a 
.COM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file associated with the DNS of the 
Internet. Because Applicant failed to provide an adequate response to Examiner's Official Notice in the 
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prior Office action, said failure deems the aforementioned obviousness statement to be taken as admitted 
prior art. 

19. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over BERSTIS, in view of 
BRADY, and in further view Sullivan et al (U.S. Patent No. 5,956,711, hereinafter referred to as 
SULLIVAN), filed on 16 January 1997, and issued on 21 September 1999. 

BERTIS and BRADY teach the limitations of claims 1, 2, 4 and 23 for the reasons stated above. 

BERTIS and BRADY differ from the claimed invention in that they fail to specifically disclose the 
method of eliminating generic keywords and adding synonyms and modified spellings of keywords to the 
list (claim 5). 

20. As per dependent claim 5, BRADY, in combination with BERSTIS and SULLIVAN, discloses: 

The method of Claim 1 wherein the processing step includes: 

eliminating keywords that are too generic or have multiple meanings {See suluvan, 
C4:L4-7, wherein this reads over tt [a] restricted keyword list is accessed by the keyword translator 
which compares the user-entered input with a restricted list of acceptable keywords and acceptable 

synonyms"}; 

modifying keywords by adding alternative spellings or additional words {See suluvan, 
C6:Ll-5, wherein this reads over "even one spelling of the same word (e.g., "color" in the United 
States, v. "colour" In the United Kingdom)''}; and 

adding automatically synonyms for keywords to the list of plurality of keywords to 
create the refined list of keywords {See suluvan, C4:L7-io, wherein this reads over "[i]f 
the input Is not on the list, but it Is a synonym for a keyword on the list, then the keyword is 
substituted before storing the information"}. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the inventions suggested by BERSTIS, BRADY and SULLIVAN. 

One of ordinary skill in the art would have been motivated to do this modification so that certain 
keywords are added or deleted according to their generic nature or similarity. 
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Response to Arguments 

21. Applicant's arguments filed 28 February 2007 have been fully considered but they are not 

persuasive. 

a. Rejections under 35 U.S.C. 101 

Applicant asserts the argument that because "the parent application of the pending 

application was granted a patent for a vertical search engine bythe U.S. Patent Office, as U.S. 

Patent No. 6,714,934," the pending application contains a method and a system that is 

"obviously statutory subject matter." Very respectfully, the Examiner will not express any opinion 

nor comment on the validity and patentability of an issued Patent Instead, the Applicant should 

review MPEP 1701 which state the following in part: 

Likewise, employees are cautioned against answering any inquiry concerning any entry in 
the patent or reexamination file, including the extent of the field of search and any entry 
relating thereto. 

Practitioners shall not make improper inquiries of members of the patent examining corps. 
Inquiries from members of the public relating to the matters discussed above must of 
necessity be refused and such refusal should not be considered discourteous or an 
expression of opinion as to validity, patentability or enforceability, (emphasis added). 

Secondly, Applicant asserts the argument that the State Street Bank case and the AT&T 
case no longer require a tangible medium for a software invention. The Examiner respectfully 
disagrees in that State Street specifically states that "the claimed invention as a whole must 
accomplish a practical application. That is, it must produce a 'useful, concrete and tangible 
result 1 " See State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. MPEP 2106. In this present 
application, claims 1 and 3-13 fail to recite any tangible computer readable medium upon which 
the instructions for execution the method steps may exist, and more importantly fail to recite a 
"useful, concrete and tangible result". Additionally, per Applicant's admission that the present 
application is for a software invention, the Examiner notes that the method claims may be 
considered to be software, per se, since the claims fail to be integrated into a computer hardware 
system for execution. Therefore, since the claims simply recite steps of implementation, said 
claims constitute non-statutory subject matter by failing to fall within a statutory category. That 



Application/Control Number: 10/797,857 Page 10 

Art Unit: 2161 

Additionally, Applicant asserts the argument that the Examiner has asserted "an 
erroneous statement" and has "a misunderstanding of the holding of the State Street Bank and 
AT&T cases" (See Amendment, page 17). Once again, Examiner directs Applicant to the Interim 
Guidelines and to further review the holdings of State Street Bank and AT&T and other relevant 
patent rules. While Applicant asserts that the vertical search engine claimed by the Applicant 
"are some of the most innovative and important tools created for the Internet," the Examiner 
notes that the level of innovation and importance are not provided weight in the examination and 
review of patent applications (See Amendment page 17). Furthermore, Examiner, very 
respectfully, disagrees with Applicant's assertion that "[t]he Internet would not be useable 
without search engines" in that search engines are not necessary to the operability of the 
Internet (See Amendment, page 17). While the Examiner agrees with Applicant's assertion that 
search results may constituted "useful, concrete and tangible result," it is noted that the features 
upon which applicant relies (i.e., search results) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 
1993). 

Additionally, Applicant asserts the argument that if claims 6 and 13 are allowable, that 
said claims "must also be statutory" (See Amendment, page 17). While claims 6-13 have been 
indicated as being allowable but objected to as being dependent upon a rejected base claim, the 
Examiner notes that in order for said claims to be allowable, the rejections under 35 U.S.C. 101 
must also be overcome. Where the 35 U.S.C. 101 rejections have presently not been overcome, 
the Examiner maintains the Objections to claims 6-13. 

Lastly, Applicant asserts that "[t]he Section 101 rejection is clearly a mis-application of 
U.S. Patent Law and Rules and must be immediately withdrawn." The Examiner, very 
respectfully, disagrees and the rejections of the claims will not be immediately withdrawn as the 
Examiner has clearly and properly applied U.S. Patent Law and Rules. Furthermore, the 
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is, while claim 1 may recite method steps such as "receiving a list of a plurality of keywords to be 
used for the vertical search engine on a network device" and u making a vortal accessible on 
another network device via the computer network for the selected subject using the final index," 
said method steps only present an intended use and no integration of a computer hardware 
system for execution is presented. Since a computer program is merely a set of instructions 
capable of being executed by a program, the computer program itself is not a process and is 
nonstatutory functional descriptive material. 

As to the assertion that "the Examiner should review the holding of these cases and the 
corresponding MPEP sections 2106-2108," the Examiner very respectfully directs the Applicant to 
review the Interim Guidelines for Examination of Patent Applications for Patent Subject Matter 
Eligibility (hereinafter referred to as "Interim Guidelines") published by the USPTO. The Applicant 
has clearly misapplied both case law and patent rules which are clearly stated for software 
inventions as clarified by the Interim Guidelines. 

Thirdly, Applicant asserts the argument that claim 2 "does include a computer readable 
medium" (See Amendment, page 17). The Examiner agrees. However, for purposes of 
clarification, it is noted that the rejection of claim 2 under 35 U.S.C. 101 is sustained in that claim 
2 fails to remedy the non-statutory subject matter deficiencies of claim 1. That is, while claim 2 
recites *[t]he method of Claim 1 further comprising a computer readable medium having stored 
therein instructions for causing a processor to execute the steps of the method," it is noted that 
the limitations of said claim fail to recite a "useful, concrete and tangible result." That is, the 
limitations of claim 2 may be considered to be software, per se, since the claims fail to be 
integrated into a computer hardware system for execution. Since claim simply recites that the 
instructions are "for causing a process to execute the steps of the method" and fails to claim a 
process where an integrated computer hardware system is executing the computer program's 
instructions, the claim fails to qualify as a process claim and is considered nonstatutory functional 
descriptive material. 
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and are non-statutory because they do not encompass tangible subject matter and/or embodiments 
which fall within a statutory category. 

The claims make no mention of a tangible medium wherein existing code may be processed to 
perform the recited steps in the claims. See State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. 
MPEP 2106. "The claimed invention as a whole must accomplish a practical application. That is, it must 
produce a 'useful, concrete and tangible result' " (emphasis added). 

Additionally, it is noted that the limitations of the claims may be considered to be software, per 
se, since the claims fail to be integrated into a computer hardware system for execution. Since claim 
simply recites that the instructions are "for causing a process to execute the steps of the method" and 
fails to claim a process where an integrated computer hardware system is executing the computer 
program's instructions, the claim fails to qualify as a process claim and is considered nonstatutory 
functional descriptive material. 

10. Claims 26-27 are rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. The claims are directed toward "a method for creating a vertical search 
engine" and are non-statutory because they do not encompass tangible subject matter and/or 
embodiments which fall within a statutory category. 

The claims make no mention of a tangible medium wherein existing code may be processed to 
perform the recited steps in the claims. See State Street, 149 F.3d at 1373, 47 USPQ2d at 1601-02. 
MPEP 2106. "The claimed invention as a whole must accomplish a practical application. That is, it must 
produce a 'useful, concrete and tangible result' " (emphasis added). 

Additionally, it is noted that the limitations of the claims may be considered to be software, per 
se, since the claims fail to be integrated into a computer hardware system for execution. Since claim 
simply recites that the instructions are "for causing a process to execute the steps of the method" and 
fails to claim a process where an integrated computer hardware system is executing the computer 
program's instructions, the claim fails to qualify as a process claim and is considered nonstatutory 
functional descriptive material. 
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Examiner once again directs Applicant to review the Interim Guidelines, and the case law and 
relevant Patent Rules contained therein so that Applicant may be able to ascertain a better 
understanding of the legal requirements for statutory subject matter with regard to computer- 
related inventions. 

Therefore, for all the reasons stated above, the rejections of claims 1-13 are sustained 
under 35 U.S.C 101. 

b. Rejections under 35 U.S.C. 103 - First Section 

Applicant asserts the argument that "the Examiner has not established a prima facie case 
of obviousness in violation of the holding of In re Vaeck and In re Royka" (See Amendment, 
page 19). The Examiner respectfully disagrees in that the Examiner has established a prima facie 
case of obviousness. 

It is asserted by Applicant that the Examiner w trie[d] to overcome his failings by (sic) 
stating the missing claim elements are obvious" (See Amendment, page 19), Applicant is 
directed to column 22, lines 17-37 of Brady et al which discloses that "[s]uch assignments can 
then be reviewed by a human operator for reclassification." That is, wherein the assignment is of 
a web page to a certain taxonomy category. Accordingly, the Examiner reasserts the statement 
that u [i]t would have been obvious to one of ordinary skill in the art at the time the invention was 
created to verify that the entries in the second index files are appropriate for the selected 
subject" (See Amendment, page 19). 

Additionally, Applicant asserts the argument that the Examiner has failed in establishing a 
prima facie case of obviousness in that the Examiner has failed in finding prior art that satisfies 
the method step of "making a vortal accessible on another network device via a general 
computer network" (See Amendment, page 20). Applicant is directed to the "Background of 
Invention," specifically column 2, lines 17-47, of Brady et al which discloses w [t]he commercial 
success of vortals, such as ZDNET and eTrade." Additionally, the cited prior art further discloses 
the use of. vortals in the Internet environment, and the World Wide Web, as well as "the 
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DETAILED ACTION 

1. This Office action is responsive to the following communication: Amendment filed on 28 
February 2007. 

2. Claims 1-13 and 23-25 are pending and present for examination. Claims 1 and 23 are 
independent. 

Response to Amendment 

3. Claims 14-22 have been cancelled. 

4. Claims 26 and 27 have been added. 

5. No claims have been amended. 

Priority 

6. As per the objection to the Specification, Applicant's amendment is acknowledged. Accordingly, 
the objection has been withdrawn. 

Double Patenting 

7. As per the Double Patent rejection, Applicant's Preliminary Amendment filed on 10 March 2004 is 
acknowledged. Accordingly, the rejection has been withdrawn. 

Claim Rejections - 35 USC §101 

8. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

9. Claims 1-13 are rejected under 35 U.S.C. 10i because the claimed invention is directed to non- 
statutory subject matter. The claims are directed toward "a method for creating a vertical search engine" 
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increasing number of vortals and commercial enterprises on the web" (See Brady et al, C2:L43- 
47). Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made, for said reasons above, to make a vortal accessible on another network 
device (i.e. another computer on the Internet or Intranet) via the computer network (i.e. the 
Internet). One of ordinary skill in the art would be able to clearly appreciate the prior art 
disclosure by Brady et al and Berstis and apply said prior art in such a manner that the method 
steps of the present invention are fully and completely read upon. 

For purposes of clarification, the Examiner expressly disagrees with Applicant's assertion 
that the Examiner has simply claimed elements that were not found in the combination of 
references as obvious to one of ordinary skill in the art. As cited above, the contested method 
steps have been fully disclosed by the prior art, and the Examiner remarks that it is the 
responsibility of the Applicant to review any and all cited prior art before pointing out deficiencies 
in a rejection and before making assertions that the Examiner has violated case law. For the 
reasons stated above, the rejections under 35 U.S.C. are deemed clearly proper and will not be 
withdrawn but instead sustained as a prima facie case of obviousness has been established. 

In response to applicants argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, both of the inventions in the cited prior art of Brady et al and Berstis are applicable 
to communication networks such as the Internet and Intranet. While Applicant asserts that 
w [s]ince Brady requires use of a spider or crawler and Bertsis in part was created to eliminate the 
use of a spider or crawler by requiring use of local search engines, combining Brady and Berstis 
makes Bertsis unsatisfactory for one of its intended purposes of eliminating use of spiders and 
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crawlers/' the Examiner disagrees (See Amendment, page 23). It is noted that Brady discloses a 
system wherein documents are process to create a database that can be search to identify 
relevant documents. Furthermore, while Brady discloses that "the term, 'network of documents/ 
• refers to a body or collection of documents, such as the Internet, the World Wide Web, local area 
networks (LANs), intranets and the like" (See Brady, C3:L56-59), Berstis discloses that "another 
object of the invention [is] to provide an improved method and system for efficiently searching a 
distributed, hierarchical network database, such as the World Wide Web (WWW)" (See Bertsis, 
C3:L45-48). Accordingly, it would have been obvious to one ordinary skill in the art to 
comprehend and recognize that the disclosed inventions do not teach away from each other but 
are complementary in nature by improving on search efficiency. Applicant is further advised that 
one of ordinary skill in the art would readily acknowledge that the terms "spider" and "crawler" 
are directed to automated processes which index data from a Web site or other data on a 
network. In fact, one of ordinary skill in the art could comprehend that search engines widely 
use "spidering" as a means of providing up-to-date data frpm the network, be it a local network 
or the Internet. Therefore, the Examiner notes that the cited prior art, In combination, teach and 
disclose the limitations of the present invention, properly rendering the claims as prima facie 
obvious. 

Therefore, for the reasons stated above, the rejections of claims 1 and 23 are sustained 
under 35 U.S.C 103(a), 

As per the rejections of claims 2 and 4, the aforementioned reasons for the rejections of 
claims 1 and 23 under 35 U.S.C. 103(a) are incorporated herein by reference, 
c. Rejections under 35 U.S.C. 103 - Second Section 

Applicant asserts the argument that the Examiner's Official Notice is deficient in that the 
Examiner has not provided documentary evidence of proof for the Official Notice. Because 
Applicant has inadequately traversed the Official Notice and is therefore deficient, no document 
evidence shall be provided by the Examiner. Very respectfully, the Applicant should review MPEP 
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2144.03, which address the topic of Official Notice and clearly state the criteria for traversing an 

Official Notice. MPEP 2144.03, Part C states the following in part: 

To adequately traverse such a finding, an applicant must specifically point out the 
supposed errors in the examiner's action, which would include stating why the noticed 
fact is not considered to be common knowledge or well-known in the art . See 37 CFR 
1.111(b). See also Chevenard, 139 F.2d at 713, 60 USPQ at 241 f[I]n the absence of any 
demand by appellant for the examiner to produce authority for his statement, we will not 
consider this contention ."). A general allegation that the claims define a patentable 
invention without any reference to the examiner's assertion of official notice would be 
inadequate, (emphasis added) 

If applicant does not traverse the examiner's assertion of official notice or applicant's 
traverse is not adequate, the examiner should clearly indicate in the next Office action 

that the common Knowledge or well-Known in ths art statement is frteo to fre admitted 
prior art because applicant either failed to traverse the examiner's assertion of official 
notice or that the traverse was inadequate, (emphasis added). 

Accordingly, because of Applicant's inadequate traversal, it is noted that the rejections of 
claims 3 and 24-25 have been modified to indicate that the limitations of the claim, which are 
well-known in the art, are to be taken as admitted prior art. 
d. Rejections under 35 U.S.C. 103 - Second Section 

As per the rejection of claim 5, Applicant's arguments for said claim are incorporated by 
reference. Accordingly, the aforementioned reasons for the rejections of claims 1 and 23 under 
35 U.S.C. 103(a) are incorporated herein by reference. 



Conclusion 

22. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
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date of the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

23. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Paul Kim whose telephone number is (571) 272-2737. The examiner can normally be 
reached on M-F, 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Apu 
Mofiz can be reached on (571) 272-4080. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). If you would like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Paul Kim 

Patent Examiner, Art Unit 2161 
TECH Center 2100 
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AMENDMENT 

In the CLAIMS: 

Please add new claims 26 and 27. 

1. (Original) A method for creating a vertical search engine, comprising: 

receiving a list of a plurality of keywords to be used for the vertical search 
engine on a network device, wherein the list of keywords includes general and 
specific keywords for a selected subject; 

processing the list of plurality of keywords to create a refined list of 
keywords, wherein the processing includes adding, subtracting or modifying 
automatically the list of plurality of keywords; 

creating a plurality of first index files associated with a plurality of first data 
files by checking a plurality of domain names from a plurality of domain name files 
associated with a domain name system for a computer network, wherein the 
plurality of first index files include a plurality of pointers to the associated data files, 
and wherein the plurality of first data files include a plurality of entries including 
electronic information extracted from a plurality of web-sites associated with a 
■ plurality of active domain names from the plurality of domain name files; ~ ' 

creating a plurality of second index files with associated plurality of second 
data files by searching the plurality of first index files for keywords from the refined 
list of keywords, wherein the plurality of second index files include a plurality of 
pointers to the associated plurality of second data files, and wherein the plurality of 
second data files include a plurality of entries including electronic information 

2 of 29 

USAVICH HIGH-TECH 
LAW GROUP, P.C. 
SUITS 325 

39 south la saue street 

CHICAGO, ILLINOIS 60603 
TELEPHONE 13 1 2) 332-3751 



PATENT 1 0/7Q7 8^7 

AMENDMENT AND RESPONSE TO OFFICE ACTION MAILED SEPTEMBER 6 2006 
extracted from a plurality of web-sites associated with the plurality of active domain 
names for keywords from the refined list of keywords; 

verifying that entries in the plurality of second index files are appropriate for 
the selected subject; 

creating a final index from the plurality of entries first index; and 
making a vortal accessible on another network device via the computer 
network for the selected subject using the final index. 

2. (Original) The method of Claim 1 further comprising a computer 
readable medium having stored therein instructions for causing a processor to 
execute the steps of the method. 

3. (Original) The method of Claim 1 wherein the domain name system for 
the computer network includes the Domain Name System for the Internet. 

4. (Original) The method of Claim 1 wherein the plurality of entries 
including electronic information extracted from a plurality of web-sites associated 
with a plurality of active domain names from the plurality of domain name files 
include a title, description, a uniform resource locator, or a pre-determined amount 
of electronic content associated with a web-site associated with an active domain 
name. 
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5. (Original) The method of Claim 1 wherein the processing step includes: 
eliminating keywords that are too generic or have multiple meanings; 
modifying keywords by adding alternative spellings or additional words; and 
adding automatically synonyms for keywords to the list of plurality of 

keywords to create the refined list of keywords. 

6. (Original) The method of Claim 1 wherein the step of creating a plurality 
of first index files includes: 

opening a plurality of top-level domain name files associated with the domain 
name system for the computer network; 

checking a plurality of domain names from the plurality of open top-level 
domain name files to determine whether any of the plurality of domain names are 
associated with an active web-site on the computer network; 

extracting domain names in the plurality of open top-level domain name files 
associated with active web-sites on the computer network; 

storing the extracted domains names in a plurality of entries in a plurality of 
separate files, thereby creating a plurality of separate files including the plurality of 
entries; and 

sorting each of the plurality of separate files based on a pre-determined 
sorting scheme to create a plurality of sorted separate files. 

7. (Original) The method of Claim 6 wherein the step of opening a plurality 
of top-level domain name files associated with a domain name system including 
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opening a .COM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file 
associated with the Internet domain name system. 

8. (Original) The method of Claim 6 wherein the checking step includes 
attempting to visit a web-site on the computer network with a software spider to 
determine whether the web-site is active. 

9. (Original) The method of Claim 6 wherein the checking step includes 
extracting electronic content from an active web-site on the computer network. 

10. (Original) The method of Claim 6 wherein the extracting step includes: 

(a) adding a first individual character component to a first file based on the 
first character of an entry, when the first individual character component was 
derived from an entry in one of the plurality of open top-level domain name files; 

(b) moving the first character of the first individual character component to 
an end of the first individual character component, thereby exposing a next 
character and creating a next individual character component; 

(c) adding the next individual character component to a next file based on the 
next character of the first individual character component; 

(d) moving the next character of the next individual character component to 
an end of the next individual character component, thereby exposing a (next 
character+1) and creating a (next character* 1) individual character component; 

(e) adding the (next character+1) individual character component to a (next 
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charater+1) file based on the (next character* 1) of the (next character* 1) individual 
character component; 

(f) repeating steps (d) and (e) until first character of the first individual 
character component is reached. 

11. (Original) The method of Claim 6 wherein the storing step includes 
storing the plurality of individual character components in a plurality of separate 
files including one file for each letter of the English alphabet (A-Z), and the numbers 
zero through nine. 

12. (Original) The method of Claim 6 wherein the sorting step includes 
sorting each of the plurality of separate files based on an ASCII value of characters 
stored in the plurality of separate files. 

13. (Original) The method of Claim 1 wherein the step of creating a plurality 
of first index files includes: 

(a) selecting a keyword from the refined list of keywords; 

(b) determining whether the selected keyword comprises multiple words, and 

if so, 

(c) selecting a word with the greatest number of individual characters 
from the multiple words comprising the selected keyword, 

(d) opening a one of a plurality of sorted separate files based on a first 
character of the selected word from the selected keyword, wherein the plurality of 

6 of 29 



LESAVICH HIGH-TECH 
LAW GROUP, P.C. 
SUITE 325 

39 SOUTH LA SALLE STREET 
CHICAGO. ILLINOIS 60603 
TELEPHONE <312» 332-3751 



PATENT 10/797 857 

AMENDMENT AND RESPONSE TO OFFICE ACTION MAILED SEPTEMBER 6, 2006 
sorted separate file were created by indexing a plurality of domain name files 
associated with a domain name system for the refined list of keywords, and 

(e) searching the open sorted separate file for the selected word from 
the selected keyword, 

(f) repeating steps (c) through (e) for remaining words in the selected 

keyword; 

and if not, 

(g) opening a one of a plurality of sorted separate files based on a first 
character of the selected keyword, wherein the plurality of sorted separate file were 
created by indexing a plurality of domain name files associated with a domain name 
system for the refined list of keywords, and 

(h) searching the open sorted separate file for the selected keyword; 
(i) determining whether the selected keyword has been found in the open 

separate sorted, file, and if so, 

(j) adding an entry to a first index file for the selected keyword; 
(k) repeating steps (a), (b) and (i) for remaining keywords from the refined list 
of keywords. 

14.-22 (Canceled). 



LESAVICH HIGH-TECH 
LAW GROUP. P.C. 
SUITE 325 

39 SOUTH LASAULE STREET 
CHICAGO. ILLINOIS 60603 
TELEPHONE (312} 332-3751 



PATENT 10/797,857 

AMENDMENT AND RESPONSE TO OFFICE ACTION MAILED SEPTEMBER 6, 2006 

23. (Original) A vertical search engine system, comprising in combination: 
a vertical search engine server with associated database for indexing and 

searching a plurality of top-level domain name files associated with a domain name 
system for a computer network for a selected list of keywords for a selected topic, for 
indexing and searching electronic content from a plurality of web-sites identified by 
a plurality of domain names from the plurality of top-level domain name files and for 
creating a vortal index from the indexed plurality of top-level domain name files and 
the electronic content from the plurality of web-sites; and 

a protocol stack on the vertical search engine server for communicating with 
other network devices on the computer network; and 

a server network device for making a vortal accessible on a network device 
via the computer network for a selected subject using the vertical index created by 
the vertical search engine server. 

24. (Original) The vertical search engine system of Claim 23 top-level 
domain name files associated with a domain name system including opening a 
.COM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file associated with 
the Internet Domain Name system. 
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25. (Original) The vertical search engine system of Claim 23 wherein the 
domain name system for the computer network includes the Domain Name System 
for the Internet. 



26. (New) A method for creating a vertical search engine, comprising: 
receiving a list of a plurality of keywords to be used for the vertical search 
engine on a network device, wherein the list of keywords includes general and 
specific keywords for a selected subject; 

processing the list of plurality of keywords to create a refined list of 
keywords, wherein the processing includes adding, subtracting or modifying 
automatically the list of plurality of keywords; 

creating a plurality of first index files associated with a plurality of first data 
files by checking a plurality of domain names from a plurality of domain name files 
associated with a domain name system for a computer network, wherein the 
plurality of first index files include a plurality of pointers to the associated data files, 
and wherein the plurality of first data files include a plurality of entries including 
electronic information extracted from a plurality of web-sites associated with a 
plurality of active domain names from the plurality of domain name files , wherein 
the step of creating the plurality of first index files includes: 

opening a plurality of top-level domain name files associated with the domain 
name sys tem for the computer network: 

checking a plurality of domai n names from the plurality of onen top -W P l 
domain name files to determine wheth e r anv of the plurality of domain names are 
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associated with an active web-site on the computer network; 

extracting domain names in the plurality of open top-level domain name files 
associated with active web-sites on the computer network; 

storing the extracted domains names in a plurality of entries in a plurality of 
separate files, thereby creating a plurality of separate files including the plurality of 
entries: and 

sorting each of the plurality of separate files based on a pre-determined 
sorting scheme to create a plurality of sorted separate files : 

creating a plurality of second index files with associated plurality of second 
data files by searching the plurality of first index files for keywords from the refined 
list of keywords, wherein the plurality of second index files include a plurality of 
pointers to the associated plurality of second data files, and wherein the plurality of 
second data files include a plurality of entries including electronic information 
extracted from a plurality of web-sites associated with the plurality of active domain 
names for keywords from the refined list of keywords; 

verifying that entries in the plurality of second index files are appropriate for 
the selected subject; 

creating a final index from the plurality of entries first index; and 

making a vortal accessible on another network device via the computer 
network for the selected subject using the final index. 
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27. (New) A method for creating a vertical search engine, comprising: 
receiving a list of a plurality of keywords to be used for the vertical search 
engine on a network device, wherein the list of keywords includes general and 
specific keywords for a selected subject; 

processing the list of plurality of keywords to create a refined list of 
keywords, wherein the processing includes adding, subtracting or modifying 
automatically the list of plurality of keywords; 

creating a plurality of first index files associated with a plurality of first data 
files by checking a plurality of domain names from a plurality of domain name files 
associated with a domain name system for a computer network, wherein the 
plurality of first index files include a plurality of pointers to the associated data files, 
and wherein the plurality of first data files include a plurality of entries including 
electronic information extracted from a plurality of web- sites associated with a 
plurality of active domain names from the plurality of domain name files , wherein 
the step of creating a plurality of first index files includes: 

(a) selecting a keyword from the refined list of keywords: 

(b) determining whether the selected keyword comprises multiple words, and 

if so. 

(c) selecting a word with the greatest number of individual characters 
from the multiple words comprising the selected keyword. 

(d) opening a one of a plurality of sorted separate files based on a first 
character of the selected word from the selected keyword, wherein the plurality of 
sorted separate file were created bv indexing a plurality of domain name files 

11 of 29 

IESAVICH HIGHTECH 
LAW GROUP. P.C. 
SUITE 325 

39 SOUTH LA SALLE STREET 
CHICAGO. ILLINOIS 60603 
TELEPHONE 1312)332-3751 



PATENT 10/797,857 

AMENDMENT AND RESPONSE TO OFFICE ACTION MAILED SEPTEMBER 6, 2006 

associated with a domain name system for th e refined list of keywords, and 

(e) searching the o pen sorted separate file for the selected word from 
the selected keyword. 

(f) repeating steps (c) through (e) for remaining words in the selected 

keyword; 

and if not, 

(g) opening a one of a plurality of sorted separate files based on a first 
character of the selected keyword, wherein the plurality of sorted separate file were 
created by indexing a plurality of domain name files associated with a domain name 
system for the refined list of keywords, and 

(hV searching the open sorted separate file for the selected keyword: 
(i) determining whether the selected keyword has been found in the open 
separate sorted, file, and if so. 

(i) adding an entry to a first index file for the selected keyword: 
(k) repeating steps (a), (b) and (i) for remaining keywords from the refined list 
of keywords : 

creating a plurality of second index files with associated plurality of second 
data files by searching the plurality of first index files for keywords from the refined 
list of keywords, wherein the plurality of second index files include a plurality of 
pointers to the associated plurality of second data files, and wherein the plurality of 
second data files include a plurality of entries including electronic information 
extracted from a plurality of web-sites associated with the plurality of active domain 
names for keywords from the refined list of keywords; 
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verifying that entries in the plurality of second index files are appropriate for 

the selected subject; 

creating a final index from the plurality of entries first index; and 
making a vortal accessible on another network device via the computer 

network for the selected subject using the final index. 
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SPECIFICATION 
The Specification was previously amended on Page 2, Line 1 in the 
Preliminary amendment filed March 10, 2004. 

Please currently amend the Specification on page 2, Line 1, as follows: 
This U.S. Application is a Divisional of U.S. Application No. 
09/918,838 filed on July 31, 2001, that issued as U.S. Patent No. 6,714.934 Bl 
on March 30. 2004. the contents of which are incorporated bv reference . 
6,xxx,xxx, xx on yyyy* 200 4 . 
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RESPONSE 
Remarks 

Claims 1-13 and 23-25 are pending in this Divisional Application. Claims 1 
and 23 are in independent format. 

The Applicant submitted a Preliminary Amendment with the filing of the 
Divisional Application on March 10, 2004. Many of the issues raised by the 
Examiner in the Office Action were handled in that paper. The Applicant includes a 
copy of the Preliminary Amendment as filed on March 10, 2004. 

Allowable Sub ject Matter 

The Applicant thanks the Examiner for the Allowable subject matter of 
Claims 6 and 13. New Claims 26 and 27 have been added including the limitations 
of Independent Claim 1 and Dependent Claims 6 and 13. Claims 26 and 27 are 
immediately allowable claims. 

Informa tion Disclosure Statement 

The Applicant acknowledges and thanks the Examiner for considering all 40 
items listed on the IDS filed December 12, 2004. 

Priority 

The Applicant included an amendment for a priority claim in the Preliminary 
Amendment. The Specification has been further amended above to include the 
patent number and issue date of the patent application. 
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Double Patenting - 35 U.S.C. S101 
The Applicant canceled claims 14-22 in this Divisional Application with the 
Preliminary Amendment filed March 10, 2004, the day this Divisional Application 
was filed. Since the Examiner cited the claims canceled in the Preliminary 
Amendment, the double patenting rejecting is improper and must be withdrawn. 



Claim Rejection - 35 U.S.C. S101 
The Examiner asserts that Claims 1 and 2 and 13 are rejected under 35 
U.S.C. 101 because the claimed invention is directed towards non-statutory subject 
matter. The claims are directed toward 'a method for creating a vertical search 
engine' and are non-statutory because the do not encompass tangible subject matter 
and/or embodiments which fall with a statutory category. The claims make no 
mention of a tangible medium wherein existing code may be processed to perform 
the recited claims." The Applicant traverses this assertion. 

Section 35 U.S.C. S101 Response 
With all due respect to the Examiner, there are several errors with his 
application of patent law. 

First, this very Applicant and the parent application of this divisional 
application was granted a patent for a vertical search engine by the U.S. Patent 
Office, as U.S. Patent No. 6,714,934, without mention in the method claims of a 
tangible medium. Thus, the method and system described in this issued patent was 
obviously statutory subject matter otherwise the U.S. Patent Office would not have 
issued a patent. 
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Second, based on the State Street Bank case cited by the Examiner and the 
AT&T case, a tangible medium is no longer required for a software invention. Very 
respectfully, the Examiner should review the holdings of these cases and the 
corresponding MPEP sections 2106-2108 which clearly state the criteria for a software 
invention. The Examiner has mis-applied case law and patent rules which are clearly 
stated for software inventions. 

Third, Claim 2, a dependent claim does include a computer readable medium. 
The Examiner asserts that this claim does not encompass a tangible medium. This 
simply an incorrect statement by the Examiner. 

Fourth, the Examiner asserts that the claimed invention related to methods 
and systems for a vertical search engine do not produce a useful, concrete and tangible 
result. This is clearly an erroneous statement and a misunderstanding of the holding 
of the State Street Bank and AT&T cases. Search engines, including vertical search 
engines claimed by the Applicant, are some of the most innovative and important tools 
created for the Internet. The Internet would not be useable without search engines. 
Search results for any search engines, including vertical search engines, are certainly 
useful, concrete and tangible results. 

Fifth, the Examiner indicated that Independent Claim 1 with the additional 
limitations of Claims 6 and 13 are allowable. If these claims are allowable, they must 
also be statutory. 

The Section 101 rejection is clearly a mis-application of U.S. Patent Law and 
Rules and must be immediately withdrawn. 
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First Section 35 U.S.C. $ 103 
Claims 1, 2, 4 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Berstis (U.S. Patent No. 6,490,575, hereinafter referred to as 
BERSTIS), filed on 6 December 1999, and issued on 3 December 2002, in view of 
Brady et al (U.S. Patent No. 6,463,430, hereinafter referred to as BRADY), filed on 
10 July 2000, and issued on 8 October 2002. The Applicant traverses this assertion. 
The Applicant may respond only to specific statements in the assertion. However, 
the Applicant intends to traverse all the Examiner's assertions. 

First Section 35 U.S.C. §103 Response 
Independent Claims 1 and 23 

The Examiner is reminded that to establish a prima facie case of 
obviousness in the first place, three basic criteria must be met. First, there 
must be some suggestion or motivation, either in the references themselves 
or in the knowledge generally available to one of ordinary skill in the art, to 
modify the reference or to combine reference teachings. Second, there must 
be a reasonable expectation of success. Finally, the prior art reference must 
teach or suggest aJLof the claim limitations. In re Vaeck, 947 F.2d 488 (Fed. 
Cir. 1991). 

The Examiner is reminded that to establish a case of prima facie obviousness 
of a claimed invention, all of the claim limitations must be taught or suggested. In re 
Royka 400 F.2d 981 (CCPA 1974). 
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The Examiner asserts that BERSTIS, in combination with BRADY, 
discloses all of the elements in Independent Claims 1 and 23. 

However, the Examiner meticulously cited sections of BERSTIS and BRADY 
for all the elements of independent Claim 1, except for two claim elements. The 
Examiner did not find anywhere in BERSTIS or BRADY individually, or the 
combination thereof, at leat two elements of independent Claim 1 including: 
"verifying that entries in the plurality of second index files are appropriate for the 
selected subject; and 

making a vortal accessible on another network device via the computer 
network for the selected subject using the final index" 

Since the prior art references do not teach all of the claim elements 
by the Examiners own words and analysis, the Examiner has not 
established a prima facie case of obviousness in violation of the holding of In 
re Vaeck and In re Royka. Thus, Section 103 rejection is clearly improper, 
must be immediately withdrawn. The Applicant need not respond any 
further because the Examiner has not established a prima facie case of 
obviousness. 

The Examiner, failing to find a teaching for all the claim elements in 
the combination of BERSTIS and BRADY then tries to overcome his failings 
but stating the missing claim elements are obvious by simply asserting "It 
would have been obvious to one of ordinary skill in the art at the time the 
invention was created to verify that the entries in the second index files fall 
within the selected subject for the vortal. Additionally, it would have been 
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obvious to one of ordinary skill in the art at the time the invention was 
created to have the vortal available for access by another network device via 
a general computer network. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to combine the 
inventions suggested by BERSTIS and BRADY" 

The Examiner's assertions are clearly is mis-application of U.S. 
Patent Law. The Examiner simply cannot say claim elements he does not 
find in the combination of references are obvious to one of ordinary skill in 
the art. 

The holding of All-Site Corp. v. VSIInt'l Inc., 174 F.3d 1308 (Fed. Cir. 
1999) clearly states "the level of skill in the art cannot be relied upon to 
provide the suggestion to combine references." 

The holding of Ex Parte Levengood, 217 F.3d 1365 (Fed. Cir. 2000) 
also clearly states a making a statement that a claimed invention would 
have been within the ordinary skill of the art at the time the invention was 
made is not sufficient to establish a prima facie case of obviousness. 

The Examiner then asserts "One of ordinary skill in the art would have been 
motivated to do this modification so that in creating a vertical search engine, 
keywords are processed to be included in a final index such that the final index 
correlates to a specific subject or topic." 

The Examiner is reminded that the mere fact that the references can be 
combined or modified (which is not the case in this matter) does not render the 
resultant combination obvious unless the prior art also suggests the desirability of 
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the combination . In re Mills, 916 F.2d 680 (Fed. Cir. 1990). Neither BERSTIS and 
BRADY suggest such a combination, and in fact teach away from such a combination 
as is discussed below. In addition, the final index of the claimed invention includes 
the xxx. 

The Examiner is reminded that a prima facie case of obviousness can 
be rebutted by showing that the art, in any material respect teaches away 
from the claimed invention. In re Geisler, 116 F.3d 1465 (Fed. Cir. 1997). 

Berstis teaches "Conventional search engine applications maintain a 
centralized keyword index which consumes considerable space and requires 
frequent and time consuming updates. The problem of traffic overload on 
conventional search engines caused by such centralized functionality can be 
eliminated by first migrating and distributing a portion of the searching and 
indexing functionality to local sites and servers... local sites support local 
search engines which perform indexing of all pages maintained at each 
respective site. A global, top-level search engine maintains and periodically 
updates its own master index. During such updates, the global search engine 
incorporates information from the locally maintained indices at each Web 
site. In an alternate embodiment, the global search engine would retrieve 
only the Internet Protocol (IP) address of the local sites associated with 
word-to-page links relating to the searched words. In this manner, when a 
user commences a search, the global search engine responds by providing a 
list of sites (site addresses) rather than page addresses." (Col. 4, fines 55-67). 
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Brady teaches an automated method of creating and updating a 
database of resumes and related documents (Abstract). 

The claimed invention has no such limitations. Thus, Bertsis alone, 
Brady alone and the combination thereof clearly teaches away from the 
claimed invention in several material respects. Therefore, even if the 
Examiner had established a prima facie case of obviousness, and as 
discussed above, the was not true in this matter since the Examiner did not 
find all of the claimed elements of the claimed invention, any prima facie 
case of obviousness is rebutted based on the holding of In re Giesler. 

The Examiner is also reminded that if a proposed modification would 
render the prior art invention being modified unsatisfactory for its intended 
purpose, then there is no suggestion or motivation to make the proposed 
modification. In re Gordon, 733 F.2d 900 (Fed. Cir. 1984). 

Berstis teaches "Conventional search engine applications maintain a 
centralized keyword index which consumes considerable space and requires 
frequent and time consuming updates. The problem of traffic overload on 
conventional search engines caused by such centralized functionality can be 
eliminated by first migrating and distributing a portion of the searching and 
indexing functionality to local sites and servers. In one embodiment of the 
present invention, local sites support local search engines which perform 
indexing of all pages maintained at each respective site (Col. 4, lines 48-54). 
Berstis also teaches requirement of using local search engines which 
perform indexing of all pages maintained at each respective local site 
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instead of spiders or crawlers to update a centralized keyword index. (Col. 4, 
lines 55-67). 

Brady teaches: "One particular aspect of this embodiment is where 
said method is used to create or update a database of publicly available 
resumes retrieved from a network of documents." (Col. 6, lines 1-3). Brady 
also teaches use of a 'spider or 'crawler that refers to a sequence of computer 
commands in the form of a computer program, subroutine or the like, that 
locate and retrieve documents according to specified criteria from a network 
of documents, such as, the Internet, the World Wide Web, LANs, intranets, 
or the like. (Col. 4, lines 11-15). "For example in the instance where the 
spfider is retrieving publicly available resumes and publications from the 
web, a retrieved resume may provide a link to a publication directed to 
subject matter that is relevant to the position that is to be filled." (CoL 5, 
lines 10-19). 

Since Brady requires use of a spider or crawler and Bertsis in part 
was created to eliminate the use of a spider or crawler by requiring use of 
local search engines, combining Brady and Bertsis makes Bertsis 
unsatisfactory for one of its intended purposes of eliminating use of spiders 
and crawlers. Therefore, there is no suggestion or motivation to make the 
proposed modification based on the holding of in re Grady. 

The Examiner is also reminded that evidence supporting no reasonable 
expectation of success of combining two references supports a conclusion of 
nonobviouslness; In reReinhart, 531 F.2d 1048 (CCPA 1976) and if the proposed 
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modification or combination of the prior art would change the principal operation of 
the prior art invention being modified, then the teachings of the references are not 
sufficient to render the claims prima facie obvious. In re Ratti 270 F.2d 810 (CPPA 
1959). 

Bertsis, which eliminates the need for spider or crawlers by requiring local 
search engines on each site, could not be combined with Brady, which requires the 
use of spiders and crawlers to obtain resumes from the Internet, cannot be 
successfully combined because the combination would change the principle operation 
of Bertsis. Thus, the combination of Bertsis and Brady cannot render the claims 
prima facie obvious based on the holdings of In re Reinhart and In re Ratti. 

Thus, Claims 1 and 23 are not obvious and the rejections of Claims 1 and 23 
are improper. Therefore the rejection of Claims 1 and 23 must be immediately 
withdrawn. 

Dependent Claims 2 and 4 

The arguments for independent Claims 1 and 23 are incorporated by 
reference. Claims 2 and 4 are dependent claims that add additional limitations not 
included in the corresponding independent claims. The Examiner is reminded that 
if an independent claim is nonobvious under 35 U.S.C. 103, than any claim 
depending therefrom is nonobvious. In re Fine, 837 F.2d 1071 (Fed. Cir. 1988). 

Thus, Claims 2 and 4 are not obvious and the rejections of Claims 2 and 4 are 
improper. Therefore the rejection of Claims 2 and 4 must be immediately 
withdrawn. 
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Second Secti on 35 U.S.r. S1Q3 Ri>Wtinn 

Claims 3, 24 and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over BERSTIS, in view of BRADY, and in further view of Official 
Notice. BERSTIS and BRADY teach the limitations of claims 1, 2, 4 and 23 for the 
reasons stated above. The Applicant traverses this assertion. The Applicant may 
respond only to specific statements in the assertion. However, the Applicant intends 
to traverse all the Examiner's assertions. 

Second Sertin n 35 U.S.C. $103 Resp ond 
The Examiner adrmtethat BERSTIS and BRADY differ from the claimed 
invention in that they fail to specifically disclose that the DNS for the Internet is 
included in the DNS for the network (claims 3 and 25). The Applicant accepts this 
admission. 

The Examiner admits that BERSTIS and BRADY differ from the claimed 
invention in that they fail to specifically disclose that the opening of a .COM, .EDU, 
•GOV, .MIL, .NET or .ORG top-level domain name file (claim 24). The Applicant 
accepts this admission. 

The Applicant traverses the assertion of Official Notice taken by the 
Examiner as follows. 
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The Examiner is reminded that there must be some form of evidence in the 
record to support an assertion of Official Notice. In re Lee, 277 F.3d at 1344-45 (Fed. 
Cir. 2002). The Examiner has not provided any such evidence other than to assert 
that " it would have been obvious to one of ordinary skill in the art at the time the 
invention was made." 

The Applicant traverses this assertion of Official Notice as being defective 
and improper because: (1) the Examiner admitted that Neither Berstis nor Brady 
alone or in combination teach the claim limitations the Examiner took Official 
Notice of; (2) Claims 3, 24 and 25 are dependent claims addition the additional 
limitations to the corresponding independent claims that are not obvious in 
combination; (3) these dependent claims add additional limitations to the vertical 
search engine with the specific features claimed by the Applicant; (4) there were 
very few vertical search engines in existence period when the Applicant filed the 
original parent application in 2001 that the current divisional application is based 
on and there are still very few vertical search engines used at all on the Internet; (5) 
there were no vertical search engines with the claim elements of the combination of 
the independent and dependent claims that the Applicant new about at the time the 
application was filed. 

Since the Applicant has adequately traversed the Examiner's assertion of 
Official Notice, the Examiner must provide documentary evidence of proof for the 
Office Notice with the rejected claim limitations used in a vertical search engine at 
the time the Applicant filed the application in the next Office action if the rejection 
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is to be maintained. In re Zurko, 258 F.3d 1379, 1697(Fed. Cir. 2001). The AppUcant 
respectfully requests such evidence. 

Thus, the rejections of Claims 3, 24 and 25 are improper. Therefore the 
rejection of Claims 3, 24 and 25 must be immediately withdrawn. 

Third Seo tion 35 U.S.C. §103 Resp ond 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
BERSTIS, in view of BRADY, and in further view Sullivan et al (U.S. Patent No. 
5,956,711, hereinafter referred to as SULLIVAN), filed on 16 January 1997, and 
issued on 21 September 1999. BERSTIS and BRADY teach the bmitations of claims 
1, 2, 4 and 23 for the reasons stated above. 

The Applicant traverses this assertion. The AppUcant may respond only to 
specific statements in the assertion. However, the AppUcant intends to traverse all 
the Examiner's assertions. 

Third Sec tion 35 U.S.C. S103 Resp onse 
The Examiner admits that BERSTIS and BRADY differ from the claimed 
invention in that they fail to specifically disclose the method of eUminating generic 
keywords and adding synonyms and modified spelUngs of keywords to the Ust (claim 
5). The Applicant accepts this admission. 

The Arguments for Claims 1 and 23 are incorporated by reference. Since the 
AppUcant clearly explained by BERSTIS and BRADY were not obvious and the 
Examiner admitted that BERSTIS and BRADY did not teach the claim Umitations 
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of Claim 5, the combination of BERSTIS, BRADY and SULLIVAN cannot teach the 
limitations of Claim 5. 

Claim 5 is a dependent claim that add additional limitations not included in 
the corresponding independent claims. The Examiner is reminded that if an 
independent claim is nonobvious under 35 U.S.C. 103, than any claim depending 
therefrom is nonobvious. In re Fine, 837 F.2d 1071 (Fed. Cir. 1988). 

Thus, the rejections of Claim 5 is improper. Therefore the rejection of Claim 
5 must be immediately withdrawn. 
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CONCLUSION 

The prior art made of record in the Office Action but not relied upon by the 
Examiner is no more pertinent to Applicant's invention than the cited references for 
the reasons given above. Claims 26 and 27 include subject matter allowed by the 
Examiner. The Applicant therefore submits that all of the claims in their present 
form are immediately allowable and requests the Examiner withdraw the Section 
§101 and §103 rejections of claims and pass all of the claims to allowance. 



Respectfully submitted. 
Lesavich High-Tech Law Group, PC (320ft7/ 




Dated: February 6, 2007 



Stephen Lesavich, PhD 
Reg. No. 43,749 
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with a request for a Divisional patent application based on the above referenced 
U.S. Patent Application. 
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1 . (Original) A method for creating a vertical search engine, comprising: 

receiving a list of a plurality of keywords to be used for the vertical search engine 
on a network device, wherein the list of keywords includes general and specific keywords 
for a selected subject; 

processing the list of plurality of keywords to create a refined list of keywords, 
wherein the processing includes adding, subtracting or modifying automatically the list of 
plurality of keywords; 

creating a plurality of first index files associated with a plurality of first data files 
by checking a plurality of domain names from a plurality of domain name files associated 
with a domain name system for a computer network, wherein the plurality of first index 
files include a plurality of pointers to the associated data files, and wherein the plurality 
of first data files include a plurality of entries including electronic information extracted 
from a plurality of web-sites associated with a plurality of active domain names from the 
plurality of domain name files; 

creating a plurality of second index files, with associated plurality of second data 
files by searching the plurality of first index files for keywords from the refined list of 
keywords, wherein the plurality of second index files include a plurality of pointers to the 
associated plurality of second data files, and wherein the plurality of second data files 
include a plurality of entries including electronic information extracted from a plurality of 
web-sites associated with the plurality of active domain names for keywords from the 
refined list of keywords; 
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verifying that entries in the plurality of second index files are appropriate for the 
selected subject; 

creating a final index from the plurality of entries first index; and 
making a vortal accessible on another network device via the computer network 
for the selected subject using the final index. 

2. (Original) The method of Claim 1 further comprising a computer readable 
medium having stored therein instructions for causing a processor to execute the steps of 
the method. 

3. (Original) The method of Claim 1 wherein the domain name system for the 
computer network includes the Domain Name System for the Internet. 

4. (Original) The method of Claim 1 wherein the plurality of entries including 
electronic information extracted from a plurality of web-sites associated with a plurality 
of active domain names from the plurality of domain name files include a title, 
description, a uniform resource locator, or a pre-determined amount of electronic content 
associated with a web-site associated with an active domain name. 

5. (Original) The method of Claim 1 wherein the processing step includes: 
eliminating keywords that are too generic or have multiple meanings; 
modifying keywords by adding alternative spellings or additional words; and 
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adding automatically synonyms for keywords to the list of plurality of keywords 
to create the refined list of keywords. 

6. (Original) The method of Claim 1 wherein the step of creating a plurality of 
first index files includes: 

opening a plurality of top-level domain name files associated with the domain 
name system for the computer network; 

checking a plurality of domain names from the plurality of open top-level domain 
name files to determine whether any of the plurality of domain names, are associated with 
an active web-site on the computer network; 

extracting domain names in the plurality of open top-level domain name files 
associated with active web-sites on the computer network; 

storing the extracted domains names in a plurality of entries in a plurality of 
separate files, thereby creating a plurality of separate files including the plurality of , 
entries; and 

sorting each of the plurality of separate files based on a pre-determined sorting 
scheme to create a plurality of sorted separate files. 

7. (Original) The method of Claim 6 wherein the step of opening a plurality of 
top-level domain name files associated with a domain name system including opening a 
.COM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file associated with 
the Internet domain name system. 
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8. (Original) The method of Claim 6 wherein the checking step includes 
attempting to visit a web-site on the computer network with a software spider to 
determine whether the web-site is active. 

9. (Original) The method of Claim 6 wherein the checking step includes 
extracting electronic content from an active web-site on the computer network. 

10. (Original) The method of Claim 6 wherein the extracting step includes: 

(a) adding a first individual character component to a first file based on the first 
character of an entry, when the first individual character component was derived from an 
entry in one of the plurality of open top-level domain name files; 

(b) moving the first character of the first individual character component to an end 
of the first indi vidual character component, thereby exposing a next character and 
creating a next individual character component; 

(c) adding the next individual character component to a next file based on the next 
character of the first individual character component; 

(d) moving the next character of the next individual character component to an 
end of the next individual character component, thereby exposing a (next character+1) 
and creating a (next character+1) individual character component; 

(e) adding the (next character+1) individual character component to a (next 

charater+1) file based on the (next character+1) of the (next character+1) individual 

6ofi5 

LESAVlCH HIGH-TECH 
LAW GROUP, P.C - 
SUITE 32S 

39 SOUTH t> SALLE STREET 
CHICAGO. IUJN01S 60603 
TELEPHONE (3 1 2) 332*37 5 1 



IP W PATENT 

PRELIMINARY AMENDMENT AND RESPONSE 
FOR REQUEST FOR DIVISIONAL APPLICATION OF 09/918,838 

character component; 

(f) repeating steps (d) and (e) until first character of the first individual character 
component is reached. 

i 

1 1 . (Original) The method of Claim 6 wherein the storing step includes storing 
the plurality of individual character components in a plurality of separate files including 
one file for each letter of the English alphabet (A-Z), and the numbers zero through nine. 

12. (Original) The method of Claim 6 wherein the sorting step includes sorting 
each of the plurality of separate files based on an ASCII value of characters stored in the 

. plurality of separate files. ! 

! ■ 

: 
i 

13. (Original) The method of Claim 1 wherein the step of creating a plurality of 
first index files includes: 

(a) selecting a keyword from the refined list of keywords; 

(b) determining whether the selected keyword composes multiple words, and if 

so, 

(c) selecting a word with the greatest number of individual characters from 

i 

the multiple words comprising the selected keyword, 

(d) opening a one of a plurality of sorted separate files based on a first 

character of the selected word from the selected keyword, Wherein the plurality of sorted 
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separate file were created by indexing a plurality of domain name files associated with a 
domain name system for the refined list of keywords, and 

(e) searching the open sorted separate file for the selected word from the 
selected keyword, 

(f) repeating steps (c) through (e) for remaining words in the selected 

keyword; 

and if not, 

(g) opening a one of a plurality of sorted separate files based on a first 
character of the selected keyword, wherein the plurality of sorted separate file were 
created by indexing a plurality of domain name files associated with a domain name 
system for the refined list of keywords, and. 

(h) searching the open sorted separate file for the selected keyword; 

(i) determining whether the selected keyword has been found in the open separate 
sorted, file, and if so, 

(j) adding an entry to a first index file for the selected keyword; 

(k) repeating steps (a), (b) and (i) for remaining keywords from the refined list of 
keywords. 

1 4. (Canceled) A method for indexing a plurality of domain name files, 
comprising: 

opening a plurality of top-level domain name files associated with a domain name 
system for a computer network; 
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checking a plurality of domain names from the plurality of open top-level domain 
name files to determine whether any of the plurality of domain names are associated with 
an active web-site on the computer network; 

parsing domain names in the plurality of open top-level domain name files 
associated with active web-sites on the computer network into a plurality of individual 
character components based on a pre-determined parsing scheme; 

storing the plurality of individual character components in separate files, thereby 
creating a plurality of separate files including the plurality of individual character 
components; and 

sorting each of the plurality of separate files based oh a pre-determined sorting 
scheme to create a plurality of sorted separate files. 

15. (Canceled) The method of Claim .14 further comprising a computer readable 
medium having stored therein instructions for causing a processor to execute the steps of 
the method. 

. 16. (Canceled) The method of Claim 14 wherein the step of opening a plurality 
of top-level domain.name files associated with a domain name system including opening 
a iCOM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file associated with 
the Internet domain name system. 

17. (Canceled) The method of Claim 14 wherein the domain name system for the 
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computer network includes the Domain Name System for the Internet. 

18. (Canceled) The method of Claim 14 wherein the checking step includes, 
attempting to visit a web-site on the computer network with a software spider to 
determine whether the web-site is active. 

19. (Canceled) A method for creating a creating a plurality of index files, 
comprising: 

opening a plurality of top-level domain name files associated with a domain name 
system for a computer network; 

checking a plurality of domain names from the plurality of open top-level domain 
name files to determine whether any of the plurality of domain names are associated with 
an active web-site on the computer network; 

extracting domain names in the plurality of open top-level domain name files 
associated with active web-sites on the computer network; 

storing the extracted domains names in a plurality of entries in a plurality of 
separate files, thereby creating a plurality of separate files including the plurality of 
entries; and 

sorting each of the plurality of separate files based on a pre-determined sorting 
scheme to create a plurality of sorted separate files. 

20, (Canceled) The method of Claim 19 further comprising a computer readable 
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medium having stored therein instructions for causing a processors execute the steps of 
the method. 

21. (Canceled)ThemethodofClaiml9whereinthestepofopeningaplurality 
of top-level domain name files associated with a domain name system including opening 
a .COM, .EDU, .GOV, .MIL, .NET or .ORG top-level domain name file associated with 
the Internet domain name system. 

22. (Canceled) The method of Claim 19 wherein the checking step includes 
attempting to visit a web-site on the computer network with a software spider to 
determine whether the web-site is active. 

23. (Original) A vertical search engine system, comprising in combination: 
a vertical search engine server with associated database for indexing and 

searching a plurality of top-level domain name files associated with a domain name 
system for a computer network for a selected list of keywords for a selected topic, for 
indexing and searching electronic content from a plurality of web-sites identified by a 
plurality of domain names from the plurality of top-level domain name files and for 
creating a Vortal index from the indexed plurality of top-level domain name files and the 
electronic content from the plurality of web-sites; and 

a protocol stack on the vertical search engine server for communicating with other 

network devices on the computer network; and 
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a server network device for making a vortal accessible on a network device via 
the computer network for a selected subject using the vertical index created by the 
vertical search engine server. 

24. (Original) The vertical search engine system of Claim 23 top-level domain 
name files associated with a domain name system including opening a .COM, .EDU, 
.GOV, .MEL, .NET or .ORG top-level domain name file associated with the Internet 
Domain Name system. 

25. (Original) The vertical search engine system of Claim 23 wherein the 
domain name system for the computer network includes the Domain Name System for 
the Internet. 
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In the SPECIFICATION: 

Please amend the Specification on page 2, Line 1 , to include the following 

new text: 

-CROSS REFERENCES TO RELATED APPLICATIONS 
This U.S. Application is a Divisional of U.S. Application No. 09/918,838 filed 
on July 31, 2001, that issued as U.S. Patent No. 6,xxx,xxx, xx on yyyy, 2004;- 

. Please amend the Specification on Page 7 to delete the second paragraph 

comprising lines 6-1 1 : 

Que asp e ct of the invention includes o method for erent i ng o vertical scorch 
engine. Another aspect of the in mention includes o method for indexing plural 
domain names ap p elated with n d o uioin uome system f u i a selected set of keyword s. 
Another aspect of the invention includes a method for indexing electronic content 
from web sites for plural domniu names associa t ed with the domain name system 
for the selected set of keyword s? 

The Specification amendments are included to confirm with the 
requirements of a Divisional Application but are. not intended to abandon or waive 
any rights whatsoever. 
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IN the ABSTRACT OF THE DI SCLOSURE: 

Please amend the ABSTRACT OF THE DISCLOSURE on Page 41 as 

follows: 

A vortal is a s pecific t ype of o corch engine that pr o vides information f i n d 
s o urces related u uly to one ( o r a m-M uumbcr) sp eci fic t opic, Thm sites typically 
con tain focused iuf u i ill ation, su ch ai, " vert ical" or "i n d ept h" inform a t ion p r rt inon t 
only to their particular targete d topic of interest Vortal s include information 
p er tinent to a targ et ^ *T in nf n " rrv rmn11 " " ™outol breathy but a larger depth . A 
method and system for creating a vertical search engine is-presented. The method 
and system may help allow vertafc "vortals" to be created for the Internet and other 
computer networks that efficiently index and search lists of Uniform Resource Locators 
("URLs") created from an appropriate list of keywords for a selected topic. Vortajs 
include informat?^ n.rtinent to a ta ^^H tnnic of a very small horizontal breath, 
hut a larger depth . The created vortals may provide greater user satisfaction and less 
user frustration when searching for information about a selected topic. 

the amendments to the ASTRACT OF THE DISCLOSURE are included 

to file the Divisional Application but are not intended to -abandon or waive any 

rights whatsoever. 
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Remarks 

Claims 1-13 and 23-25 are pending in this Divisional Application. Claims 
1 and 23 are in independent format. Applicant now respectively requests the 
Examiner consider the pending claims in the Divisional Application. 

Respectfully submitted. 
Lesavich High-Tech Law Group, PC (32097) 
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LookSmart has announced the launch of its first five vertical search destinations to provide niche 
audiences with search results. After analyzing audience and research data from FindArticles, 
LookSmart has developed five separate vertical content destinations, including homework 
helpers: the www.teenja.com for teens; the more studious www.gradewinner.com for "tweens"; 
and www.24hourschoiar.com for college students. Two additional resources are dedicated to 
parents - www.parentsurf.com for all family matters, and www.gobefle.com for moms on the go. 

The vertical search destination-and all other LookSmart search properties-will soon be tightly 
integrated via "Furl," LookSmart's consumer online filing cabinet. After researching and 
pinpointing information on the new verticals, Furl enables users to save content to a personal 
archive, as well as share the information with others. Furl also allows users to search across a 
member network, which builds associations between individuals who share a passion. 
(www.looksmart.com) 
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What is vertical search? 



Vertical search engines aim at people interested in a particular area and enable ad companies to target very focused audiences 

By Juan Carlos Perez, IDG News Service ■ — n nss, . 
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Google's eye-popping success in making its search engine an attractive advertising platform has prompted many companies to try their 
luck in this s 
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Because of the stranglehold Google 
and a few others have on the general- 
purpose search-engine market, new 
entrants have created vertical search 
engines. Unlike their general-purpose 
cousins, such as the ones run by 
Google and Yahoo, vertical search 
engines contain information in their 
indexes about a specific topic. 

Consequently, they are aimed only at 
people interested in a particular area, 
and deliver a narrow and very focused 
audience to the companies that 
advertise on them. For example, there 
are search engines for veterinarians, 
doctors, patients, job seekers, house 
hunters, recruiters, travelers, and 
corporate purchasers. 

As an advertising vehicle, lndeed.com, a jobs search engine, caters to 

recruiters and providers of online education or training, says Paul Forster, chief executive officer, who co-founded the company in 2004. 

"Advertising on vertical search engines is all about fishing where the fish are. You as a marketer need to go where the target group you're 
trying to reach is," says Scott Virkler, vice president of business development at GlobalSpec. which links buyers and sellers of electrical, 
mechanical and optical products and has been around since 1996. 

After a company finds a vertical search engine appropriate for its business category, it should determine whether advertising in it can 
generate attractively priced customer leads for the company, says Jupiter Research analyst Gary Stein. "For many marketers, a vertical 
search engine makes a lot of sense," Stein says. 

Advertisers should also determine the quality of the engines targeting their industries, by inquiring about their index size and determining 
how useful they are to users, Stein says. "If it's got good data in a large index, then you can say it's a viable business and know your 
customers will go to that search engine," Stein says. 

Experts generally agree that vertical search isn't a passing fancy, but rather a segment of the search market with a high potential for 
growth. "I don't think it's a fad," says Greg Sterling, an analyst with The Kelsey Group. "The general Web search market is pretty much 
locked up, so vertical search is where the opportunity to create something competitive is." 

Dave Hills is so sure that vertical is the natural evolution and future of search that after he took over as CEO of LookSmart in late 2004, the 
company launched 181 vertical search sites. 

Hills, a veteran of the broadcast industry, is convinced that just as radio, print, and TV splintered into myriad outlets targeting niche 
audiences, the same will happen in search. "The way I view vertical search is that if Google is going to be CBS. I want to be Turner 
Broadcasting," Hills says. 

In a vertical search engine, a company can run an ad that is different from the one it runs on Google, in the same way that a company runs 
different TV ads on NBC and MTV, Hills says. 

Others agree. "It would be as if a print advertiser said 'Gee. The Wall Street Journal reaches all business people in the U.S., so why do I 
need to advertise in other business publications?' But the truth is it does work to advertise elsewhere," says Dan Savage, CEO of 
SourceTool.com, a business-to-business search engine designed to link buyers and suppliers. 

Vertical search hasnt escaped the radar of Google, Yahoo and the other leaders in general Web search. They all let users search through 
local business directories and provide driving directions and maps. Some have job engines. Others provide different levels of multimedia 
content search. But these search engines aren't generally considered to go deep enough into specific areas, which is where others are 
finding the opportunity. 

However, that could change, The Kelsey Group's Sterling says, adding that he's seeing Google and others taking concrete steps to provide 
more useful vertical search services. 



RELATED STORIES 

• Update: Facebook chooses Microsoft over 
Google 

• Ask.com revamps search engine 
Popular Tags: 

google, searchengines, verticalsearch 
» COMPLETE LIST OF TAGS 



SEE ALSO 

•Google wraps corporate apps into start 
page - Network World 
•PC World - Second Google Desktop 
Vulnerability Reported 



FIND PRODUCTS AND COMPANIES 



» COMPLETE PRODUCT GUIDE 




» Hardware 

• Data Management 

• Storage 

• Web Services 

• Business 

• Telecom 

• Professional Services 

• Standards 



TECH WATCH &SJ 

What's the 411 onGOOG-411? 
Just as Google has become synonymous with 
"performing a Web search," 41 1 is understood to 
mean "information" - as in "what's the 41 1?" I was 
thus surprised to discover, from a billboard, no 
less, that the king of search is taking on the ... 

Apple HTML source reveals 'iPhone Extreme' 
This one's a stretch..." reports Appletnsider. Urn, 
yeah. Reporting on HTML code sightings of 
product names could be called a stretch, but 
iPhone Extreme has a ring to it. Now, that sounds 
like the product Apple should have released first, 
rather... 

COLUMNISTS 

Unified under law 

(InfoWorid) - In the litigious world 
we live in. deploying a unified 
communications platform in your 
enterprise could... 

» MORE COLUMNISTS 



MORE INFOWORLD BLOGS 

Open Sources t-la 
Product Management 

When I joined MySQL four years ago. there was 
quite a lot of debate about product management. 
We didn't actually have ... 




Zero Day fS3 



http://www.infoworld.eom/article/06/0 1 / 1 8/74292_HNverticalsearch_l .html 



10/27/2007 



What is vertical search? | Info World | News | 2006-01-18 | By Juan Carlos Perez, IDG Ne... Page 2 of 3 



(3 E-mail <55> Printer Friendly Reprints / % Slashdot It! 



Botnet herders tending smaller flocks 
New research backs up the theory that botnet 
operators are keeping their networks smaller in a 
continued effort to keep ... 



TOP NEWS: 

» Rain doesn't stop Leopard from roaring in NYC 
Some 200 people braved the elements to line up outside the Apple store in SoHo 
to become the first to buy the new Leopard Mac OS 

» Microsoft extends software support to 10 years 

Additional five years of maintenance intended to reassure enterprise software 

customer base 

» Handheld supercomputers only 10-15 years away 
Nanotechnology researcher Michael Zaisersays that with the progress the tech 
world is making, handheld supercomputer is less than two decades away 

» Microsoft's Unlimited Potential effort makes progress 
The Unlimited Potential program is Microsoft's effort to bring tech skills and 
resources to developing countries; analysts say it's also a way of beating Linux to 
those markets 

» As attacks on data rise, corporate teamwork fails 
Data spills might be due to a number of technological failures, but companies arej 
ultimately failing to improve information security and internal collaboration, 
experts say 

» San Francisco gallery shows hacker Joe Grand's work as art 
The 20-Goto-10 gallery is showing off some of Joe Grand's projects, including 
the programmable conference badges he made for this year's Defcon conference 



IBM System Storage DS3000 
Series Express models. 
From $4,199 or $111 /month* 




i express 
advantage" 

________ 



SnfoClipz: Technology Explanations in 3 Minutes or Less 
Looking for the quickest, easiest way to understand advanced 
IT concepts? You've found it: InfoWorld's InfoClipz animations. 
From vi realization to SOA to Information Lifecycle 
Management, InfoClipz provide an enjoyable way to get up to 
speed on key tech topics without vendor spin. Watch this 
featured InfoClipz: Server Vi realization - sponsored by IBM 

» Click here for IBM InfoClipz 




Storage management; lta€"*s the application, stupid 
j Storage is the tifeblood of many enterprises. Adding 
j? storage is easy but managing all that storage is hard, 
tj This IT Strategy guide explains the new tools, 
\\ technologies and methodologies that can simplify the 
burden. Sponsor EqualLogic. 

» Click here to download now 



- Specias Advertising Partners - 
WHITE PAPERS 

• Virtualization Brings Affordable Business Continuity and DR - This white paper provides an overview of options for BC/DR solutions, 
and explains how the VMware platform and third-party... 

• Attaining Real Cost Tracking When Going Virtual - virtualization is an effective way to give business users the IT resources they need 
while Improving asset utilization and... 

• Foster's EMEA Supports Virtual Infrastaicture - Learn how Foster's EM EA supported mobile workers directly from IT headquarters 
and manage rapidly growing storage resources... 

• UK Broadcaster Five Rapidly Grow its Digital Content - Major UK broadcaster, Five, meets increasing demand for easily accessible 
digital media content with EqualLogic scalable... 

• Flexible, Scalable Enterprise Storage for Virtual Infrastructures - This white paper describes a virtualized infrastructure that applies 
storage and server virtualization technologies to cost... 

• Help Simplify Virtuaiization - One common challenge IT organizations face is server sprawl, which can require large amounts of 
facilities and support resources... 



• Advice Line 

• Database Underground 

• The Deep End 

• Enterprise Mac 

• Geeks in Paradise 

• Grid Meter 

• The Gripe Line 

• InfoWorid Daily 

• Inside IT 

• IT Troubleshooter 

• ITXtrcme 

• Open Sources 

• ProdBlog 

• Real World SOA 

• Reality Check 

• Security Adviser 

• SMB IT 

« The Storage Network 

• Tech Watch 

• Virtualization Report 

• Zero Day 



ADVERTISEMENT 




The HP StofogeWoifc 1200 
Aii'irvOn*? Sioroga System 

towered hf she D«tfCe« 
Ifito!* #ia* ft?' fttxCfciMM 



» Technology White Papers Library 

Technology White Papers by Topic 

» Applications » Security 

» Business » Standards 

» Networking » Storage 

» Platforms » Telecom 



Technology White Papers E-mail Alert 

Find out when the latest white paper 
Is available: 



! E-mail Address 



INFOWORLD MARKETPLACE 

• SOA Whitepaper Series: Automating Process Exceptions - Register here for this valuable Weblnar centering on the automation of 
process exceptions. 

• SpamTitan - Virtual Email Appliance - 99% Spam Detection, Kaspersky AV, Anti phishing, $500 for 100 users. Download 30 Day Trial 
Now! 

• FREE Sophos Threat Detection Test - Is your AV catching everything it should? Free virus, spyware and adware scan. 

• Free eSeminar for IT Solution Providers - Register here and learn how Seagate helps you and your customers benefit from Windows 
Vista upgrades 

• See the industry's best Bl & DW Webinars - In-depth, expert-led Webcasts, covering Bl, DW, enterprise integration, performance 
mgmt, and more. 

» BUY A LINK NOW 



Visit Storage Ufopic 



RESOURCE CENTER 



advertisement 



Access Remote Desktops 

Access & Control Remote PCs thru 
Firewalls. Free Trial! 
www.Bomgar.com/ 



SpamTitan for VMware 

Discover the advantages of using Virtual 
Appliances as email gateways 
Download SpamTitan White Paper Now 



Ads by tech words beta 



See your link here 



GOVERNMENT IT & POLICY 

'If you don't go after the network, you're 



http://www.infoworld.com/article/06/01/18/74292_HNverticalsearch_l.html 



10/27/2007 



What is vertical search? | InfoWorld | News | 2006-01-18 | By Juan Carlos Perez, IDG Ne... Page 3 of 3 



never going to stop these guys. Never.' 

From the State Department, Ali the 
News for Inquiring Minds 
' Tech President, the Internet Citizenry's 
New Consensus Taker 



Sponsored Technology Links 



HP - Safeguard your data with The HP Disk-Based Backup system. 

EMC - Learn about the energy efficiency in EMC's Pund-IT report on power 

conservation. 

LeftHand - SAN/iQ: Enabling Technology for Effective VMware Deployments 
Tripwire, Inc. - 64 pages of hcw-to advice on IT security, compliance, and 
operations. 

CA - Want IT Governance that proves IT value? CA can help. 

Tripp Lite - PDUs for every application - Basic, Metered, Switched and ATS 

available. 

Kingston - Memory Provisioning Recommendations for VI3 

AT&T - AHA Endorses AT&Ts Voice and Data Services for Hospitals 

Matrox - Experience productivity increases of 20-50% with DualHead2Go 

Xiotech - Ready for a SAN? How a Storage Area Network Can Improve Your Life 

Credant Technologies - iPod Use at Work - IT Survey Results 

Microsoft - Why is everyone talking about Vlrtualizatlon? 

AT&T - For the Health-Care Industry, a Transition to Digital (Finally) 

Microsoft - NCsoft Chooses Windows Over Linux 

Microsoft - SQL Server 2005 Data Management and Analysis Solution for Your 
Enterprise. 

EMC - Boost productivity and savings with EMC e-mail archiving. 

HP - The Proliant HP DL320s server gives you all the storage you need. 

TheLadders.com - Search 30,000 New $100k+ Tech Jobs at TheLadders.com 

VMware - Get a FREE VMware | Intel Virilization Kit & Analyst Paper 

Tripwire - 10 Critical Factors for CCM Success 

Nortel - Attend Nortel's Unified Communications Webinar Series 

AT&T - A Patient Data Network for the Future 

HP - Optimize your Customer's Experience to Grow Revenues 



Novell, IBM, and Intel - Solution for Open Virilization Provides Server Consolidation 
VMware Lab Manager - Virtualize the test lab. Lab Manager - try it today! 
Vlzioncore - Attaining Real Cost Tracking When Going Virtual 
Radware - Keep your productivity up! Make your network fast, reliable and secure. 
Microsoft - Microsoft Forefront security products for business. Learn more. 
VMware - The Roadmap to Virtual Infrastructure 

Sterling Commerce • Seven Steps to Building a Compelling Managed File Transfer 

AT&T - Enhancing Productivity White Paper Just Tell Us Where it Hurts 

HP - Tame data with HP StorageWorks All-in-One Storage System. 

Fujitsu - Download BPM Studio. The BPM with the Strongest Product Architecture 

Citrix - Citrix Education is giving away $10,000. Find out how to win. 

Microsoft - Download and Join the Windows Server(R) 2008 Release Candidate 

community. 

Juniper - Deliver LAN-like Availability To All End Users With Juniper Networks 

Microsoft - Virilization: Making the Move 

Tango/04 - Sustainable SOX Compliance Made Easy 

EqualLogic - Foster's EMEA Supports Virtual Infrastructure 

AT&T - Improving the View with IP Videoconferencing 

InterSystems - Development, integration, BPM. and BAM together in Ensemble 

AT&T - RFID: A Business Revolution Providing Strategic and Competitive Advantage. 

Sprint - The Internet just got lapped, Faster mobile broadband from Sprint. 

Qualys - Vulnerability Management 

EqualLogic - Storage management: It's the application, stupid 



1 HOME NEWS BLOGS POOCASTS VIDEOS TECHNOLOGIES TEST CENTER EVENTS CAREERS IT EXEC-CONNECT About | Advertise ] Awards 1 RSS | Contact Us 



Copyright ©2007, Reprints, Permissions, Licensing, IDG Network, Privacy Policy, Terms of Service. 
All Rights reserved. InfoWorld is a leading publisher of technology information and product reviews on topics including viruses, 
phlshlng, worms, firewalls, security, servers, storage, networking, wireless, databases, and web services. 

CIO :: ComputerWorld :: CSO :: Demo :: GamePro :: Games.net :: IDG Connect :: IDG World Expo 
JavaWorld :: LinuxWorld :: MacUser :: Macworld :: Network World :: PC World :: Playiist 



http://www.infoworld.eom/article/06/01/l 8/74292 JINverticalsearchJ .html 



10/27/2007 



Vertical Search Creates Buzz In Silicon Valley 



Page 1 of 2 





s SMALL AND MID-SIZED BUSINESSES s^***^** 0 ®* / 




1 H*-H**#* 


Download the latest HR Insider Series eGuide from SuccessFactors. ftfc^j 








Fnd out how you can eliminate the stress and headaches from your performance review process. \SB 


IHIHBII^I 




Free Newsletters 

Part of the iEntry Network 
over 4 million subscribers 

0 SearchNewz 

0 ClicksTodav 

0 EcommerceTrends 

I enter email 

□ Send me relevant info 
on products and services. 



Sign Up 



Create Speaking 
Animated 
Characters (avatars) 
for your web site, 
and add your own 
audio message via 
Text-to-Speech or 
voice recording. 




Search News j 



Vertical Search Creates Buzz 
In Silicon Valley 

By Nick Wilson 

Expert Author 
Article Date: 2005-03-16 

( Om Malik writes about the 
1 buzz surrounding vertical 
Search on Sandhill Road. On explaining 
vertical, he says ... 

So what is vertical search? It is a 
specialized search engine that mines data 
for one narrow niche of the market place. 
Say jobs or travel. Or even high end real 




Because the data sources are so 
fragmented, there seems to be an 
opportunity to massage the data and 
present it in a manner that is simple to use 
and easy to consume. Sort ofmeta search 
for niches. 

The main reason this is supposed to work 
is that the two older advertising models - 
cost per thousand (aka banner ads) and 
cost per click are too inefficient and fraught 
with fraud-related risk. Vertical search can 
offer a more focused audience, and thus 
increase the efficiency of ads on the search 
engine. 

It also presents a new kind of advertising 
opportunity - lets call it cost per action. If 
you can generate leads, or say have some 
sign-up for an email newsletter or a RSS 
feed, you suddenly have created much 
higher value, and thus that click is more 
valuable. 

Om's commentary on how VC's are getting 
all giggly over vertical ties in with a recent 
Jupiter Media Report predicting the rise of 
vertical search and although there has 
been some contention over the details, it 
does look like we'll be seeing more money 
poured into vertical search startups soon... 
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LOGIKA's vertical search engines are designed to give users easy access to the most comprehensive information on the Internet. 
What is Vertical Search? 

LOGIKA develops custom, topic-specific search engines for specific communities of interest / vertical industries, and private labels them through 
our customer's websites. In this manner, our customer can offer a significantly valued added service; robust, fast, and relevant search results 
targeted to their users interests, without all the clutter of a typical search engine. 

Why Vertical Search? 

Since sites catered to a specific market attract an audience with a specific interest, our custom search engines help deliver content pertinent to 
their interests, resulting in a significantly enhanced user experience through more productive searching. 

Bottom line: They find what they are looking for. 

Furthermore, our vertical search solution can be implemented transparently, meaning despite the search application being hosted remotely, the 
end user is unable to distinguish the difference. Thus, you can offer a custom vertical search solution by LOGIKA without having to build / install, 
configure, or maintain search on your side. 

Obvious benefits include low investment for development and reduced time to market. 

Sites who implement our vertical search solution benefit from: increased site stickiness, enhanced community interactivity, increased traffic, 
improved branding, and additional page views / high value revenue opportunity. 

How we build them? 

A major cost factor in building a portal within a particular segment of the market is continually finding / aggregating relevant content. 

We can do this much more cost effectively, employing our custom FusionBot Platinum Technology, which combines the efficiency of technology 
with the accuracy of human judgment, to find, categorize, and make searchable relevant content. The result is the delivery of a cost effective 
topic-specific search solution with an unprecedented level of relevancy. 

Our search solution helps reduce the cost to effectively "aggregate content" by putting at your visitor's fingertips a wealth of information across 
the web, pertinent to their interests, through the click of the search button. It's exactly what they've been searching for! 

To learn more about how LOGIKA's search technology can assist you in developing the Web's next great vortal or community of interest web 
site, contact our Sales Department . 




To view an example of a LOGIKA FusionBot Platinum implementation, please visit 
www.lawperiscope.com . and search the Web for a lawyer. 



Download our printable brochure in Adobe Acrobat format 
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Power your vortal with a FusionBot custom vertical search engine! 

Increase revenue potential and site stickiness for your vortal with a custom vertical search engine. A custom vertical search 
engine is a cost effective solution for delivering rapid, relevant search results to your vortal's visitors. 

Position your site as THE' resource for delivering the most robust tools to help your vertical market / community of interest 
find what they are looking for. 

Let us build you a custom topic specific search engine for your community portal / vortal today! 

To learn more about the features of all of the FusionBot packages, including the Platinum package, click here . 
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